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IN THE UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

DUNNHUMBY USA, LLC and
DUNNHUMBY LIMITED,

Aaintiffs,
V. No. 13-cv-0399
EMNOS USA CORP.,,

Defendant.

MEMORANDUM OPINION AND ORDER

AMY J. ST. EVE, District Court Judge:

The parties dispute nine claim termdJrs. Patent No. 7,421,442 (“the ‘442 Patent”).
After reviewing the parties’ spective submissions and th@gecution history, and conducting a
Markmanhearing on January 26, 2015 and February 4, Z¥5Markman v. Westview
Instruments, In¢.52 F.3d 967 (Fed. Cir. 199%( bang, aff'd 517 U.S. 370, 116 S. Ct. 1384,
134 L. Ed. 2d 577 (1996), the Couadnstrues the disputed claim terms as set forth below.

BACKGROUND

I.  Procedural History

On June 17, 2013, Plaintiffs dunnhumbyA)&LC and dunnhumby Ltd. (collectively
“‘dunnhumby”) filed their First Amended Complaegainst emnos USA (“emnos”), alleging that
emnos willfully infringed and continues to infringe—directly, contributorily, and/or by active
inducement—claims of U.S. Patent No. 8,214,246“246 Patent”).(R.29, First Am. Compl.,
19 53-56.) On July 12, 2013, emnos filed its AasvAffirmative Defenses, and Counterclaims

asserting various affirmative defenses aadnterclaims including non-infringement and
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invalidity of the ‘246 Patent and furthalleging counterclaimagainst dunnhumby for
infringement of the ‘442 Patent. (R.32,mw8’s Answer.) On September 4, 2014, dunnhumby
filed its answer and affirmative defenses to emnos’s counterclaims and additionally
counterclaimed for declaratiai non-infringement and invality of the ‘442 Patent. (R.45,
dunnhumby’s Answer to Counterclaims.)

Because the asserted patemtsnot related to one anoththe Court addresses each
patent in a separate Opinion. The Court janesty construed the terms in the ‘246 Patent
[R.183] and addressesth142 Patent herein.

Il U.S. Patent No. 7,421,442

The ‘442 Patent, entitled System and MetfmdData Capture andeporting,” was filed
on September 30, 2002 and issued on SepteMZA08. (R.122-1, ‘442 Patent, at JALl.) The
‘442 Patent claims priority to a U.S. Preninal Patent Applicain No. 60/393,207 (“the ‘207
Provisional Application”), filed on July 2, 2002ld(; see alsdRr.122-2, ‘442 Patent Prosecution
History, at JA338-340; R.122-307 Provisional Application, aA384-594.) Two inventors—
Elizabeth A. Gelb and Eric D. Whitney—arenmed on the face of the patent as well as the
assignee, American Express TehRelated Services Co, InqR.122-1, at JA1; R.122-2, at
JA37-92.) Defendant emnos is the exclusigersee of the ‘442 PatentR.32, Counterclaims,
q11)

The ‘442 Patent is directed to methodsd aystems “for remotely accessing, querying,
and reporting from a centralizedtdbase.” (R.122-1, at JA9,Icti13-16.) The specification
describes a system and method for a usetdess a secure central program through the use of
an intermediary system thateves and validates log on infoation, to ensure the user is

authorized. Id., col.2:21-25.) The access data is then transmitted to the secure system, where it



is also validated and then used to allow acte$ise user through the intermediary systerd., (
col.2:25-31.) The specification discloses ci@abf a query by a variety of methods—including
graphical methods.Id., at col.2:32-34.) The specificatiaiso describes a method for executing
a database query wherein the database gesex&tucture Query Language (“SQL”) statement
which can be manipulated by the used & then validated and executett.,(col.2:32-43.) The
specification states “[a] common method of quegyilatabases is the use of [SQL] . .1d.,(
col.1:62-64.) The resultsf the query may be stored and delectto be placed in a location that
is accessible to a pre-determined group of uséds. cpl. 2:44-48.)

The ‘442 Patent contains thirteen claimagally directed to a method for facilitating
execution of a query on a database (Claims lah@)a machine-readable medium that stores a
plurality of instructions thadictate a method that containgss identical to the method for
facilitating execution of a query on a database (Claim 18), at JA14, col.11:47 to JA15,
col.14:17.) Independent Claimdrepresentative of the nietd for facilitating execution of a
guery on a database and is recited beloith the disputed claim terms in bold:

1. A method for facilitating executiarf a query on a database comprising:

receiving an input list frona user, wherein said inplist includesquery criteria
relating to a field in said database;

storing said input list with a profile corresponding to said user

receiving aselection of a query typefrom said user, wherein said query type
corresponds to query template;

receiving a request from said useretrieve said input list;
providing said user \h said input list;

receiving a query field and query criteridrom a user, wherein said query
criteria is selected from ghinput list by said user;

creating a Structured Query Language (SQL) statement based on said query field,
said query criteriaand said query type;

executing said SQL statement to add s query field and said query criteria
to said query template



saving saidjuery template within a first record of query databaseto create a
stored query;

receiving a selection of said stored query;

executing said stored query against said database;

saving said stored query in a second recoshaf query database

performing an analysis of said query databasewherein said analysis is based

on performance data resulting from saiecc@xtion of said stored query on said

database, and wherein said analgitermines at least one of: database fields

that are queried least often and database fields that are queried most often
(Id., at JA14, col.11:49-col.122 (emphasis added).)
[1I. Prosecution History of the ‘442 Patent

On September 30, 2002, the ‘442 Patentfiled as U.S. Patent Application No.
10/260,806 (“the ‘806 Application”). (R.122-1, at JA1; R.122-2, at JA345-383.) The ‘806
Application originally contained3 claims directed to (1) a nietd of accessing a secure system,
(2) a method of executing a query on a datglasa (3) a method of tieering information.
(R.122-2, at JA21-23.) On Felary 10, 2005, the United States Patent and Trademark Office
("PTQO") issued a restriction requirement forcithg Applicants to eleane of the three groups
of invention claimed. I¢l., at JA320-324.) The Applicanselected the second group and
amended the claims, adding claims 10-18., at JA315-319.) On April 8, 2005, the PTO
issued a non-final Office Action, rejecting cta 3-5, 10, 13 and 18 under 35 U.S.C. § 102(b) as
being anticipated by U.S. Patent Number 5,555,403 (“Cambadtf). at JA304-306.) The PTO
also rejected claims 11-12 and 14-17 under 3 Cl. 8 103(a) as being unpatentable over
Cambot in view of U.S. Patent Applicati Publication Number 2008126114 (“Tedesco”), and
further rejected claim 17 as begiunpatentable over Cambot irewi of Tedesco and U.S. Patent
No. 6,633,875 (“Brady”). I¢l., at JA304-309.) The PTO referenced Cambot for teaching
prompting the user to execute the quergating query options, and generating an SQL

statement in response to the query andgu#iat command to translate the queny., @t
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JA304-305.) The PTO relied on Tedesco for its temchf “a computing system which provides
access to a plurality of users owenetwork via Internet whiicincludes [the claimed method
steps].” (d., at JA307.) The PTO also relied oreBy for its teaching of compressing and
encrypting the file that is made accessible to a pre-determined group of ider@t JA309.)
Applicants responded on May 11, 2005, and amendethttependent claims to include a step of
“receiving a selection of a pexisting query, wherein said pexisting query is a combination
of said query field and said query criteriald.( at JA297, JA299.) They then argued that
Cambot does not disclose or susgfgihis claimed step becausedi@bot does not disclose saving
a resulting query in memory or a database depto enable access to pre-existing queriéd., (
at JA300.)

The PTO responded with a final Office Awtion July 22, 2005 rejecting claims 3-5, 10,
13 and 18 under 35 U.S.C. § 103(a) as being untaditienover Cambot and U.S. Patent Number
6,775,665 (“Pierson”), and furthezjecting claims 11-12 and 14-17 under 35 U.S.C. § 103(a) as
being unpatentable over Cambot and Piersolemw\of Tedesco. The PTO relied on Pierson for
its teaching of “receiving a selion of a pre-existing query.(R.122-2, at JA285.) Applicants
responded on August 18, 2005, by amending the two independent claims to include a step of
“performing an analysis of said pre-exigfiquery, wherein said analysis is based on
performance data resulting from execution ad gae-existing query on said databasdd., (at
JA275, JA277.) In addition, Applicants also adldedependent claim (claim 19) that further
elaborated the analysis step to include “at leastof determining the speed performance of said
per-existing query, determiningetmost frequently queried tasl, and determining the most
frequently queried fields”. 1d., at JA277.) Applicants assertdtht Cambot does not teach the

step of receiving a selection opee-existing query as it is a qydsuilder application that allows



users to construct complex queneishout knowledge of SQL.Id., at JA278.) Applicants
further noted that neither Cambot nor Piersolldse or suggest the newtlaimed step, stating:

Cambot is limited to a system for visiyaconstructing SQL queries and Piersol is

limited to a file management system which includes the ability to store and

subsequently search queries as documeHtswvever, neither reference discloses
systems capable of enabling programmergldese administrators, administrators

and the like to analyze the performance of queries. Relational databases are

technologically sophisticated and manytadiay’s databases may contain millions

of records within any numbef interrelated tables.

(Id., at JA279.) Regarding Tedes@pplicants acknowledged it teashan “alternate database

engine [that] translates commands submitted in the format of the established database engine and
further provides results in the formattbe established database enginéd., @t JA280.) As

with Cambot and Piersol, Applicants noted thatlesco “also does not disclose or suggest an
analysis of the performance ofjaery or database structureld.}

On September 1, 2005, the PTO issued@wisory Action indicating that more
consideration and/or searching would be regliceaddress the proposed amendment. (R.122-2,
at JA271.) Applicants then filedRequest for Continued Examinatiorid.(at JA268.) The
PTO responded with a non-final Office Action on December 5, 2005, rejecting newly added
dependent claim 19 under 35 U.S.C. § 112, for fatloreomply with tle written description
requirement and for indefinitenesdd.( at JA254.) The PTO mainta&id the prior rejections of
claims 3-5, 10, 13, and 18 under 35 U.S.C. § 103{ahg with newly addkclaim 19, as being
unpatentable over Cambot and Piersol. The BIEO rejected claims 11-12 and 14-17 under 35
U.S.C. 8§ 103(a), as being unpatentable over CaarmbPiersol in view of Tedesco and rejected

claim 17 over Cambot and Piersohilew of Tedesco and Bradyld(, at JA255-262.)

Applicants responded on March 6, 2006, amendiagn 19 and arguing that support existed in



the specification in an effotb overcome the written description rejection of claim 19. In
particular, Applicants stated:
In such a manner, the performance quferies can be tracked and analyzed.
Through such an analysis, one may be able [to] determine the performance of
gueries on certain fields. In addition, oo@n determine which fields within a
database are being used in queries most often, andieldatare used in queries
least often. The queries being run ararahication of how the database is being
used. The database can then be modified to more efficiently operate based on the
usage and performance of the database. For example, if it is found that no queries
are run on a particular field, that field mibg eliminated from the database if it is
not otherwise necessary.
(R.122-2, at JA247-248ge alsdR.122-1, at JA11, col.6:14-25.) Applicammaintained their
previous position in responsettte obviousness rejechs, asserting that Cambot, Piersol and
Tedesco do not disclose or suggan analysis of the perfoance of a query or database
structure. Id.) They further argued that the PTO’s raetia on Piersol for disclosing an analysis
step is misplaced as Piersol discusses the use of comment data to help facilitate a search for the
guery, admitting that “[w]hile this provides a useful mechanism whereby queries more closely
matching a user’s needs can be quickly located it does not provide any information relating to the
performance of the query.d;, at JA249.)
The PTO, once again, came back withnalfrejection of the pending claims on May12,
2006, withdrawing the rejections under 35LC. § 112, but maintaining the obviousness
rejections and finding Applicanesguments ngbersuasive. Id., at JA228-236.) In particular,
the PTO noted that the combinati@inCambot in view of Piersoéaiches the analysis step of the
claim and that Piersol specifically teaches anyaislbf the performance of a query or database
structure by its disclosure of a “text summarggvarious aspects of a given query” and teaches

this text is called “comment data.1d(, at JA236.) Applicants responded on July 12, 2006,

amending the claims to add a step just pridh&analysis step which stated “saving said pre-



existing query in a second record of said query databakk,’af{ JA219, 221.) Applicants

argued that “Cambot and Piersol dise query management toolsfd.( at JA223.) They noted
that “neither Cambot, nor Piersol, save an instance of a query each time it is executed, therefore
it would not be possible to determine precidebyv many times, and from where, data has been
queried.” (d., at JA223.) Applicants further claimed that this type of “information would prove
to be advantageous to both Cambot and Pieaisat,would assist ddtase administrators in
maintaining the database in accamde with usage statistics.id() Applicants also addressed
Brady describing it as “a system for maintainiegl estate data regarding multifamily housing”
and noting that “while Brady allows query tentpkito be stored tenable common users to
execute preconfigured queries, Brady does not disabo suggest saving a query each time it is
executed for the purpose of providing an analgéthe performance of the databasdd.,(at
JA224.)

After issuance of anothédvisory Action on July 26, 200@dicating that the newly
proposed amended claims required further séagyamd/or consideratip Applicants filed a
second Request for Continued Examination. (R.122-2, at JA212eR 14t JA209.) The PTO
responded with a non-final Office Action maintaigiall rejections unde35 U.S.C. § 103(a) for
claims 3-5, 10, 13, 18, and 19 and noting thapleants’ arguments to distinguish the
references—Cambot, Piersol, Tedesco, and Bradyupen features thate@not recited in the
rejected claims, “i.e., saving a query each tini® executed for the purpose of providing an
analysis of the performance of the databaskl’, &t JA201.) Applicants responded on January
9, 2007, amending the claims to add a limitatiothtanalysis step, stad): “wherein said
analysis determines at least one of: database tieddsre queried leastteh and database fields

that are used most often.td(, at JA182, JA184.)



The PTO responded with a third finalfioé Action on February 20, 2007, rejecting
claims 3-5, 10, 13, 18, and 19 under 35 U.S.C. 8d)G& being unpatentable over Cambot and
Piersol in view of U.S. Pat¢ No. 6,185,567 (“Ratnaraj”), andaiins 11-12 and 14-17 as being
unpatentable over Cambot, Piersol and Ratanagw of Tedesco, and claim 17 as being
unpatentable over Cambot, Piersol, Rapand Tedesco in view of Bradyld( at JA166-174.)
The PTO relied on Ratnaraj's teaching of “a date management system which enables the
user to search the data across s#\data sets,” and itfisclosure of an angdis of “fields that
are most often retrieved by usersltl.(at JA168.) Applicants responded on April 11, 2007,
amending the limitation of the analysis step teast one of: databaselis that are queried
least often and database fiettat are queried most oftend( at JA157, JA159.) Applicants
argued that “[w]hile a user may search a ldase for a specific query and review comments
relating to the query, theearch of the database alone would not provide information useful in
determining how many times the query had beerorwmhat various modifications were made to
the query over time.”Id., at JA161.) Additionally, Applications addressed Ratnaraj, stating,
“Ratnaraj discloses an analysis of file struetuand indexes, but doest disclose a direct
analysis of query fields in ordéo identify which database fieldgse most frequently queried.”
(Id.) The PTO responded with an Advisory Actithat the proposed amendments would not be
entered because they did not place fh@ieation in conditiorfor allowance. Id., at JA151.)
Specifically, the PTO noted that the claims dad recite the featuragpon which applicant
relied” “(i.e., how many times thguery had been run or whatricus modifications were made
to the query over time)” andi‘é., a direct analysis”).ld.)

While addressing some correspondencerdigg unintentional abandonment of the

application, Applicants filed aamendment on November 14, 2007, amending the claims to read



as issued in the ‘442 Pateid.( at JA130-133), and filing a supplemental amendment adding
Figures 7 and 8d., at JA116-124). The PTO responded granted Applicants’ petition to
revive its application and furer issued a Notice of Allowance on June 16, 2008, stating in its
Reasons for Allowance that the prior art does not teach:

Storing an input list with a profileeorresponding to a user, a query type

corresponding to a query template, receiving a query field and query criteria from

the user, wherein a query criteria ides¢ed from the input list by the user,
creating a SQL statement based on the gtiely, query criteria and query type,

and executing the SQL statement to add to a query template, combined with,

performing [a] “performance data resugiifrom execution” analysis of a query

database.
(Id., at JA96.) Applicants thefiled a Notice of Recordation @&ssignment with the PTO,
indicating American Express Travel Relat&ervices Co, Inc. as the assigndd., at JA44.)
The ‘442 Patent issued on September 8, 2008 whcluded a Patent Term Adjustment under
35 U.S.C. § 154(b) of 556 daydd( at JA32.)
IV.  The Markman Hearing

On January 26, 2015 and February 4, 2015, the Court condudiadkimanhearing that
addressed both patents-in-suit, the ‘246 Patedtthe ‘442 Patent. The parties presented their
respective attorney arguments and neigtiée presented livexpert testimony.

Duringthe Markmanhearing, the Court indited to the parties that it would not, at this
time, consider dunnhumby’s invalidity argumentsgihig the ‘442 Patent’s failure to meet the
written description requirement teese arguments present issuefaof that is more appropriate
for summary judgmentSee e.g., Novozymes A/S v. DuPont Nutrition Biosciences/2R§.3d
1336, 1344 (Fed. Cir. 2013) (citations omitted) (exphg that the written description inquiry
presents an issue of fadjynix Semiconductor Inc. v. Rambus Ji&el5 F.3d 1336, 1351-52

(Fed. Cir. 2011) (“First, whether a claim igpported by an adequate written description is a
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factual inquiry, and has been for some tim&tiad Pharm. Inc. v. Eli Lilly & Cq.598 F.3d
1336, 1355 (Fed. Cir. 2010) (“A determination thai#ent is invalid for failure to meet the
written description requirement of 35 U.S&112, { 1 is a question of fact ...").

The Court further indicated, however, titatrould consider dunnhmby’s indefiniteness
arguments because indefiniteness is a deterimmatade by the court as a matter of |€Bee
e.g., Ancora Techs., Inc. v. Apple, In&44 F.3d 732, 734 (Fed. Cir. 2014) (“Claim construction
and indefiniteness are matters of law ..Bypwn v. Baylor Healthcare Sy881 Fed. Appx.
981, 982 (Fed. Cir. 2010) (“Indefiniteness undet3S.C. § 112, § 2 is also a matter of law
..."); Praxair, Inc. v. ATMI, InG.543 F.3d 1306, 1319 (Fed. Cir. 2008) (“Indefiniteness is a
matter of claim construction, and the same ppiles that generally govern claim construction
are application to determining whether alldlgandefinite claim laguage is subject to
construction.”);see also Fujitsu Ltd. v. Tellabs Operations, |A&2 F.Supp.2d 635, 644-45
(N.D. 1ll. 2011) (explaining indefiniteness istdemined by the court as a matter of law).
Accordingly, the Court asked the parties$applemental briefing related to the alleged
indefiniteness of the disputechoh terms of the ‘442 Patemicreserved rutig on the validity
of the ‘442 Patent claim terms based oranalysis of the written descriptionS€eR.162.)

V.  The Disputed Terms
The parties disagree on the constructioniné claim terms of the ‘442 Patent. The

parties’ respective proposals as to eeecm are set forth in the following chart:

Disputed Claim | Claims-at- | emnos’s Proposed dunnhumby’s Proposed
Term Issue Construction Construction
“query template”| Claims 1 | “a collection of preset | Indefinite. If valid, then:
and 13 information that is “a graphical user interface via

added to or modified to| which a user edits and views a
create an executable | database query”
request for information”

11



Disputed Claim | Claims-at- | emnos’s Proposed dunnhumby’s Proposed
Term Issue Construction Construction
“selection ofa | Claims 1 | “a selection of the type | Indefinite. If valid, then:
guery type” and 13 of information to be “a selection by a user of a specific
requested from the query template [as construed]
database” according to a user’s skill level,
such as ‘Basic,” ‘Advanced,’ or
Programmer’™
“database field” | Claims 1 | “a category of data of a| “a location in a deabase table in
and 13 particular type in a which a particular type of data is
database (e.g., stored, characterized by a field
geographical data, name (e.g., first name, last name,
product data, group city, state), sizeand type of data
data, etc)” that can be placed in them (e.g.,
alphabetic, numeric or financial)”
or
“a column in a database table
having a field name in which a
particular type of data is stored”
“receiving a Claims 1 | “receiving a category off “receiving a specific database field
query field ... and 13 data of a particular type [as construed], such as ‘first name’
from a user” ... from a user” or ‘last name’, from a user
according to the user’s selection pr
identification of that field using a
graphical user interface”
or
“receiving a specific database fie|d
[as construed], such as ‘first name’
or ‘last name’, from a user
according to the user’s selection pr
identification of that field using a
computer’s user interface”

12



Disputed Claim | Claims-at- | emnos’s Proposed dunnhumby’s Proposed
Term Issue Construction Construction
“executing said | Claims 1 | “executing the SQL Indefinite. If valid, then:
SQL statement | and 13 code to combine the “executing the SQL statement
to add said query guery criteria and created in the previous claim step
field and said category of data of a | to add the query field and the
query criteria to particular type with the | query criteria to the query template
said query guery template [as [as construed]”
template” construed] to create an

executable request for

information”
“query database? Claims 1 | “structured set of data | “a database containing the stored

and 13 that can perform SQL queries”

functions such as

searching and sorting,

that stores code that

represents the requests

for information”
“performing an | Claims 1 | “performing an analysis| “performing an analysis on the
analysis of said | and 13 of data that results from query database [as construed]’
query database” executing queries on the

guery database [as

construed]”
“determines at | Claims 1 | “determining the Indefinite. If valid, then:
least one of: and 13 database fields [as “determining, based upon the
database fields construed] of the analysis of all the database queries
that are queried database that are stored in the query database [as
least often and queried either least construed], database fields [as
database fields often or most often” construed] of the database that are
that are queried gueried least often and/or most
most often” often.”
“storing said Claims 1 | “saving the organized | Indefinite. If valid, then: “storing
input list with a | and 13 set of data and the input list with the profile
profile associating it with corresponding to the user (whichjis
corresponding ta information about a a computer-based record
said user” user” maintained about an authorized

user of a multiuser system) so that

a direct association between the
input list and the profile is
maintained”

! During theMarkmanhearing, the parties indicated to the Court that emnos’s correct proposed
construction for this disputed term referted'queried” rather than “required.”Sée Markmairg. Tr.,
Feb. 4, 2015, 70:19-71:8.)
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LEGAL STANDARD
l.  Claim Construction

Because the claims of a patent defireitivention, claim construction—the process of
giving meaning to the claim language—defines the scope of the inve&sPhillips v. AWH
Corp., 415 F.3d 1303, 1312 (Fed. Cir. 20080 pang (“It is a ‘bedrock principle’ of patent law
that ‘the claims of a patent filee the invention to which the patentee is entitled the right to
exclude.™) (citation omitted). @im construction is a matter of law for the court to determine.
Markman 517 U.S. at 39IMarine Polymer Techs., Inc. v. HemCon,.Jri&72 F.3d 1350,
1357-58 (Fed. Cir. 2012). The claim construction gsialbegins with thevords of the claims
themselves, giving those words their ordinangl customary meaning, which is the “meaning
that the term would have to a person of ordirskijt in the art in question at the time of the
invention.” Phillips, 415 F.3d at 1312-13ge also InterDigital Commc’ns, LLC v. Int’l Trade
Commc’n 690 F.3d 1318, 1324 (Fed. Cir. 2012).

The Federal Circuit teaches that courts sthéotus on the intrinsic record in construing
claims, stating “[ijmportantly, thperson of ordinary skKiin the art is deemed to read the claim
term not only in the context of the particularigian which the disputed term appears, but in the
context of the entire patent, including the specificatidPhillips, 415 F.3d at 1315ee also
HTC Corp. v. IPCom GmbH & Co., K&67 F.3d 1270, 1275 (Fed. Cir. 2012) (stating that the
district court “should have referred to thesilication to understad the claims”) (citing
Phillips, 415 F.3d at 1315). In construing a disputed claim term, courts also look to the
prosecution history ahe patent-in-suitHTC, 667 F.3d at 1276 (“A court should . . . look
to the prosecution history wheonstruing a claim.”) (citinghillips, 415 F.3d at 1317)

(prosecution history is the “complete record of the proceedings before the PTO”).
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A “district court’s constructiof a patent claim, like a distti court’s interpretation of a
written instrument, often requires the judgeyaiol examine and to construe the document’s
words without requiring the judge tos@ve any underlying factual disputesl’eéva Pharms.
USA, Inc. v. Sandoz, Inc.  U.S. ;135 S.Ct. 831, 840-41, L.Ed.2d____ (2015). “In
some cases, however, the district court will nieeldok beyond the patent’s intrinsic evidence
and to consult extrinsic evidea in order to understand, foraawple, the background science or
the meaning of a term in the relevant during the relevant time periodld. Although “less
significant than the intrinsic readf’ extrinsic evidence, which coisss of “all evidence external
to the patent and prosecutiorstary, including expert and inm&r testimony, dictionaries, and
learned treatises,” may “shed ugdight on the relevant art.See Phillips415 F.3d at 1317
(citations omitted)see also HTC667 F.3d at 1277 (“A court may also look to extrinsic
evidence, such as dictionari@sd expert opinions.”) (citinBhillips, 415 F.3d at 1317). Before
considering extrinsic evidence to construe a despataim, however, courts must first examine
the intrinsic evidencePhillips, 415 F.3d at 1317-18ge also 01 Communique Lab., Inc. v.
LogMeln, Inc, 687 F.3d 1292, 1295-96 (Fed. Cir. 2012) (‘@&zertain the scope and meaning of
the asserted claims, we look to the wordghefclaims themselves, the specification, the
prosecution history, and,necessaryany relevant extrinsievidence.”) (quotin@€hicago Bd.
Options Exch., Inc. v. Int'| Sec. Exch., LL&Z77 F.3d 1361, 1366 (Fed. Cir. 2012) (emphasis
added))Kara Tech. Inc. v. Stamps.com In882 F.3d 1341, 1348 (Fed. Cir. 2009) (“extrinsic
sources like expert testimony canoetercome more persuasive ingio evidence”). If the court
finds a term to be ambiguous based on tkrnsic record, reliace on extrinsic evidence
including expert and inventdestimony, dictionaries, and leath&eatises is appropriat&ee

Power Integrations, Inc. v. ka&hild Semiconductor Int’l, In¢.711 F.3d 1348, 1360 (Fed. Cir.
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2013) (citingPhillips, 415 F.3d at 1317) (“Where the inin record is ambiguous, and when
necessary, we have authorizednfisicourts to rely on extrinsievidence, which “consists of all
evidence external to the patent and prosectistory, including experand inventor testimony,
dictionaries, and learned treatise€f); Koepnick Medical & EdudRkesearch Foundation, LLC v.
Alcon Labs., InG.162 Fed. Appx. 967, 972 (Fed. Cir. 200&firming the district court’s
decision to disregard extringgwidence where the intrinsic eeigce was sufficient to support the
claim construction).
[I.  Indefiniteness

The Patent Act requires that a patent speatibn “conclude with one or more claims
particularly pointing out and disictly claiming the subject matterhich the applicant regards as
his invention.” 35 U.S.C. § 112, 1 2 (2006 édA. patent claim is invalid for indefiniteness if
its language, when read in light of the speaifion and the prosecution history, “fail[s] to
inform, with reasonable certainty, those skilledha art about the scope of the invention.”
Nautilus, Inc., v. Biosig Instr., Inc134 S.Ct. 2120, 2124, 189 L.Ed.2d 37 (2014). In evaluating
the definiteness requirements, courts must (1)uexalfrom the perspective of someone skill in
the relevant art, (2) redtle claims in light of the patentspecification and prosecution history;
and (3) measure the viewpoint of a person skilethe art as of the effective filing datéd. at

(11}

2128. The “delicate balance” tife definiteness requirement “must allow for a modicum of
uncertainty’ to provide icentives for innovation, but must alsequire ‘clear notice of what is

claimed, thereby appris[ing] the pubt€what is still open to them.”Interval Licensing LLC v.

2 dunnhumby refers to §112(a) and §112(hifs claim construction briefingsee e.gR.123, at
7,11, 17, 23), however, the Court evaluates thksms under the pre-AlA version of 8112 as it is
applicable to the ‘442 Patent, filed in 2002ee Alcon745 F.3d 1180, 1183, n. 1 (Fed. Cir. 2014)
(explaining that Paragraph 1 of 35 U.S.C. § 112 was replaced with newly designated § 112(a) by § 4(c) of
the AIA, Pub. L. No. 112-29, and AIA § 4(e) makes those changes applicable “to any patent application
that is filed on or after” September 16, 2012).
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AOL, Inc, 766 F.3d 1364, 1369 (Fed. Cir. 2014) (citvautilus 134 S.Ct. at 2128, 212%ee
Interval Licensing766 F.3d at 1369 (explaining hdvautilusfound the Federal Circuit’s
characterization of indefiniteess by “insolubly ambiguous” afidmendment to construction”
expressions “more amorphous than the statutefiniteness requirement allows”). “[T]he
certainty which the law requires in patents is netggr than is reasonable, having regard to their
subject matter.”Nautilus 134 S.Ct. at 2130 (citinglinerals Separation, Ltd. v. Hyd242 U.S.
261, 270, 37 S.Ct. 82, 61 L.Ed.286 (1916¥e also Markmarb17 U.S., at 389 (claim
construction calls for “the necessarily sophetaal analysis of the whole document,” and may
turn on evaluations of expert tesbny”). “The claims, when read light of the specification

and prosecution history, must provide objecbweeindaries for those of skill in the artifiterval
Licensing 766 F.3d at 1371 (citingautilus 134 S.Ct. at 2130 & n. 8n(icating that there is an
indefiniteness problem if the claim languageadght mean several diffent things and ‘no

informed and confident choice is avhila among the contending definitions™¥ee also id.

766 F.3d at 1371 (citingalliburton Energy Servs., Inc. v. M-I LI.614 F.3d 1244, 1251 (Fed.
Cir. 2008) (explaining that a claim term’s definitithat can be reduced to words can still render
the claim indefinite “if the person of ordinaryilskn the art cannot translate the definition into
meaningfully precise claim scope.”)).

The party alleging indefiniteness under 8sttl12, must prove by clear and convincing
evidence that the challenged claioighe patent are indefinitéSee Nautilus134 S.Ct. at 2130,
n.10; 35 U.S.C. § 282(a) (“A patesthall be presumed valid”).

ANALYSIS
Before reaching the merits of the partipgdposed constructions, the Court addresses the

scope of the evidence considered in reugysome of the disputed claim terms for
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indefiniteness and in forming its constructionsghe disputed claim terms. In particular, the
Court considers whether the ‘442 Patent’s @iownal application, U.Srovisional Patent
Application No. 60/393,207 (“the ‘20Rrovisional Application”), to which it claims priorify,
constitutes intrinsic or extrinsic exdce for claim construction purposeSeéR.122-1, at JAL.)
The claim construction analysis begins wite words of the claims themselves, giving
those words their ordinary and customary megwhich is the “meaning that the term would
have to a person of ordinaskill in the art in question at the time tbie invention.” See Phillips
415 F.3d at 1312-13Here, the parties dispute whetlige Court should rely on the ‘207
Provisional Application as intrinsar extrinsic evidence. The ‘442atent claims priority to the
‘207 Provisional Application. SeeR.122-1, at JA1 (“Related U.8pplication Data, Provisional
Application No. 60/393,207jléd on Jul. 2, 2002")see alsdr.122-1, at JA338-339 (declaration
claiming the benefit under 35 U.S.C. § 119(e) ef‘207 Provisional Appliation’s filing date).)
The parties provided a joint appendix contairtimg ‘442 Patent prosetion history, but the
prosecution history did not contdime ‘207 Provisional Application.SgeR.122-2.) Instead, the
parties provided it separatelySgeR.122-3). Indeed, during tiMarkmanhearing, the Court
provided leave for dunnhumby to supplementrdeord with evidence indicating that the
examiner looked at the provisiamapplication in this casand it did not submit any such

evidence. $ee Markmairg. Tr., Jan 26, 15, 222:25-223:11.)

% A United States non-provisional patent applaacan claim priority to an earlier filed
application in order to obtaizn earlier effective filing dateSee35 U.S.C. § 119(e)(1)n re Giacominj
612 F.3d 1380, 1383 (Fed. Cir. 2010). Section 119(e) treats a non-provisional application—claiming
priority to a provisional application filed under B56S.C. § 111(b)—as though filed on the date of its
corresponding provisional applicatioBee35 U.S.C. § 119(e)(1). In order to benefit from this earlier
filing date, however, an “important limitation is that the provisional application must provide written
description support for the claimed inventiorti' re Giacominj 612 F.3d 1380, 1383 (Fed. Cir. 2010).
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dunnhumby contends that the Court cdy oa the ‘207 Proviginal Application and
whether it is incorporated by reference “raako difference—provisional applications are
always part of the prosecati history of any patent clainyg priority to them.” (R.163,
dunnhumby’s Suppl. Br., at 2, 4.) Itis also dunnhumby’s position, henythat even though
the Court can consider the ‘207 Provisionglpfcation for claim construction purposes, it
would not be able to consider the ‘207 Psownal Application formvalidity purposes under 35
U.S.C. 8112, 1 1, because it is not incorporatecefarence and is not part of the four corners
of the specification. SeeR.123, dunnhumby’s Claim ConstructiBn., at 6-7; R.123-1, Keller
Decl., 1 11 (dunnhumby’s expernt@aining his “understanding délh the contents of that
provisional patent applicaticare not considered a parttbk ‘442 patent’s disclosure’3ge also
MarkmanHrg. Tr., Jan 26, 2015, 182:8-183:15.) emaoostends that “whether an
unincorporated provisional appligan is considered intrinsic @xtrinsic evidence, it can be
considered in a claim construmii analysis, along with other exisic evidence, provided it is
accorded the proper weight in the analygR.173, emnos’s Resp. Suppl. Br., at 3.)

The issue here is whether the Court recognézprovisional appli¢en as intrinsic or
extrinsic evidence for claim construction purpos®en it is not incorpated by reference into
the patent-at-issue and there is no evidenaeekaminer considered it during prosecution.
Although the Federal Circuit has nditectly addressed the isstlee case law implies that a
provisional application becomégrinsic evidence where the prosecution history incorporates it
by reference or where the examiner considdrddring examination. The Federal Circuit has
considered provisional applicatis “incorporated by reference’tina patent as part of the
intrinsic evidence when construitigat patent’s claim termsSee Vederi, LLC v. Google, Inc.

744 F.3d 1376, 1383 (Fed. Cir. 2014) (relying on thelalsce of the provisnal application to
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refute the district court’s construction of “vedi flat ...” for the claim term “images depicting
views of objects in a geographic area ...”, spealfy noting that “[f]or starters, the provisional
application incorporated by rence into the Asserted Patenbtes that 360 degree synthetic
panoramas may be created if a sufficient nunolbeameras are used”). Many district courts
have followed in the same mann&ee In re MyKey Tech. Inc. Patent Litlgq. MDL 13-

02461 GAF, 2014 WL 2740733, at *21 (C.D. Caind 17, 2014) (adopting a construction for
“exact copy” that relies on language found in the provisiondicgimn to which the asserted
patent claimed priority anicicorporated by referencesee also MediaTek, Inc. v. Freescale
Semiconductor, IncNo. 11-5341 YGR (JSC), 2013 WL 5236709, at *4 (N.D. Cal. Sep. 17,
2013) (finding the provisional appation—incorporated by referea into one of the patents-at-
issue—qualified or limited the specification languade e Method of Processing Ethanol
Byproducts and Related Subsys$e(%2C858) Patent LitigNo. 1:10-ML-02181-LJM, 2013
WL 372240, at *8 (S.D. Ind. Jan. 29, 2013) (discussing the disclosure of the percent recovery of
oil in the patented process frahe provisional application, “incporated by reference into all of
the patents” in the asserted patent familypksmart Wireless Tech., LLC v. T-Mobile USA, ,Inc.
No. 2:08-CV-264-DF-CE, 2010 WL 2640402, at((5D. Tex. June 30, 2010) (relying on a
provisional application “which is fully incporated by reference” in construing the claims);
Juniper Networks, Inc. v. Bahattado. 07-1771 (PLF)(AK), 2009 WL 1285916, at *2-3
(D.D.C. May 8, 2009) (relying on defendant’s prowigkl application incqrorated by reference
into the non-provisionalmplication and patent ioonstruing the claimsgf. Vesture Corp. v.
Thermal Solutions, Inc284 F.Supp.2d 290, 302 (M.D. Cal. 200@&)ding a provisional

application instructive and addj support to the defendants’ irgeetation of the intrinsic
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evidence, without addressing the plaintiff's argant that the provisional application was not
incorporated by reference and was therebutside the prosecution history).

dunnhumbyrelieson Chicago Mercantile Exchanggn support of its argument that a
provisional application “is part of the compleezord of the proceedings before the USPTO.”
(R.163, at 4) (citingChicago Mercantile Exch. Inc. él. v. Tech. Research Grp., LLZ21
F.Supp.2d 785, 793, n. 11 (N.D. lll. 20105 hicago Mercantile Exchanglowever, does not
suggest that a provisional applicat always becomes intrinsicidence. It further does not
indicate whether the file wrapp#or the patent-at-issue includdee provisional application at
issue or whether it wasdnrporated by referenéeFurthermoreChicago Mercantile Exchange
relies on a single exemplary cadeniper Networksin support of its corlasion that provisional
applications are part dfie intrinsic record See Chicago Mercantile Ex¢ir21 F.Supp.2d at
793, n. 11 (citingluniper Networks2009 WL 1285916, at *6). ThRuniper Networks
defendant’s non-provisional apmiton and issued patent, howeuacorporated by reference
the provisional patg application.See Juniper Network2009 WL 1285916, at *3.
dunnhumby’s reliance oBhicago Mercantile Exchangs, therefore, misplaced.

dunnhumby also relies on Section 706.02 ftbemManual of Patent Examination and
Procedure (“MPEP”) to support its position teaminers must consider the disclosure of a
provisional application to assess the truenty date of a patent applicationS€eR.163, at 3.)
Section 706.02 describes how a patent exandewrmines the effective filing date of an

application in order to examine and rejectitis based upon the prior art. (MPEP § 706.02.)

* Similarly, dunnhumby’s reliance gkvante Int’l Tech. v. Premier Election Solutions, Jii.
equally deficient as the district court in that case wasoifronted with a dispute regarding the status of
the provisional application as intrinsic or extrinsic evidence and, despite dunnhumby’s assertion (R.163,
at 4), the opinion does not state whether the patergsteg incorporated the provisional applications by
reference and dunnhumby does not provide thet@gtlr any additional evidence to resolve the
guestion.See Avante Int'l Tech. v. Premier Election Solutions, B&3 F.Supp.2d 778, 784 (E.D. Miss.
2009).
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dunnhumby conceded during tharkmanhearing that examiners will not look at the
provisional application unlesspaiority issue comes up duringgaecution, “[bJut the examiner
certainly has access to the provisional applicadimh can use it as part of the prosecution.”
(MarkmanHrg. Tr., Jan. 26, 2015, 222:4-15.) The PT@mer’s ability to access and use the
provisional application if necesyawithout evidence that the examiner did so in this case,
however, fails to establish thétte provisional agdication becomes part of the intrinsic
evidence.

Because dunnhumby has failed to estatthsl the file history included the ‘207
Provisional Application or that the PTO conselgrt during prosecution, the Court will treat it
as relevant extrinsic evidenc8ee Interval Licensing66 F.3d at 1374 (explaining that in
addition to consulting the specification, court “nago consider the prosecution history and any
relevant extrinsic evidence®).Treating a provisional application—neither incorporated by
reference into the patent nor addressethbyexaminer during prosecution—as extrinsic

evidence also comports with the public noticguieements served by the intrinsic evidenSee

®> dunnhumby’s additional reliance during tarkmanhearing on 37 CFR § 1.57, entitled
“Incorporation by reference,” is also misplace&pecifically, dunnhumby asserts that although Section
1.57 does not apply to this case because of the ‘4 t=filing date; the rule, nonetheless, stands for
the proposition that today “if a patent claims ptioto the provisional application, that provisional
application is automatically incorporated by referencédfarkmanHrg. Tr., Jan. 26, 2015, 179:18-21;
180:5.) Section 1.57, however, does not address igmiedts that do not explicitly incorporate by
reference their priority provisional applications dhe consideration to be given to those provisional
applications during claim construction. Insteadti®acl.57 addresses the inadvertent omission of all or
a portion of the specification or drawings that is completely contained in a priority provisional
application, and further addresses the necessity kihgpamendments during prosecution to remedy the
omission within a time period that is “in no case later than the close of prosecution as defined under [37
CFR 1.114(b)].” 37 CFR 1.57(a)(1). Accordingly, this rule is not only inapplicable, but equally
unpersuasive to the situation presented by the ‘442Fthet has already issued and was not amended to
incorporate the ‘207 Provisional Application by reference.

® Because dunnhumby’s allegations that the ‘442rataims fail to meet the written description
requirement under 35 U.S.C. § 112 § 1 are prematequpraSection V), the Court does not address
the relevance, if any, of the ‘207 Provisional Apgtion in conducting a written description analysis of
the ‘442 Patent claims.

22



Arlington Indus., Inc. v. Bdgeport Fittings, Inc.345 F.3d 1318, 1330 (Fed. Cir. 2003) (citing
Tex. Digital Sys.308 F.3d at 1202 (“When a patent is granted, prosecution is concluded, the
intrinsic record is fixed, and the publicptaced on notice of its allowed claims.Njitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1583 (Fed. Cir. 1996) (“The claims, specification, and
file history, rather than extrinsic evidence, dange the public record of the patentee’s claim, a
record on which the public is entitled to rely”)).

Keeping the above legal framework foaioh construction and indefiniteness in mind,
along with the scope of the intrinsic and exditnevidence, the Court addresses each of the

disputed claim terms below.

l.  “Query Template”
Disputed emnos’s Proposed dunnhumby’s Court’s Construction
Claim Term | Construction Proposed
Construction
“query “a collection of preset Indefinite a collection of preset
template” information that is added to information that is added
or modified to create an If not indefinite, then: | to or modified to create
executable request for “a graphical user a request for specific or
information” interface via which a | certain data
user edits and views a
database query”

The disputed term “query tempdd appears in Claims 1 and 13egeR.141, Joint Claim
Construction Chart, at $pe alsdr.122-1, at JA14, Claim 1dl., at JA15, Claim 13.)
dunnhumby argues that “query template” is iimie because it covers multiple plausible
template forms for use in creating a quer$edR.123, at 8; R.163, at 12-17.) dunnhumby and
emnos agree that the intrinsiag@snce does not recite the tergquéry template.” (R.123, at 8;
R.129, emnos’s Resp. Claim Construction Brlla) dunnhumby, thereforargues that three
possible meanings exist for “query templatefyager template, a code template, and a graphical
user interface template. dunnhumby assertsghain these meanings, the person of ordinary
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skill in the art would not be able to identifyith “reasonable certainty,” as requiredgutilus
the scope of the invention,maering the claim term indefte. (R.123, at 11 (citing R.123-1,
Keller Decl., at PX11, 1 35); R.163, at1A)though dunnhumby argues “the specification
provides no guidance of which typétemplate is intended,” it relies on both intrinsic and
extrinsic evidence to supporsiproposed meaning of “query template’—presuming it is found
definite. SeeR.123, at 8; R.123-1, at PX11, 1Y 30-35.) emnos responds, however, that the
concept of “query template” ithe specification is not tied graphical user interfaces or
displays and that the Court should not limit thet@s such. (R.129, at 12-14; R.173, at 14-17.)

A. The Intrinsic Evidence

The ‘442 Patent claims recite “query template” in three steps of the claimed method for
facilitating execution of a query on a databaseecBigally, “query template” appears in the step
for: (1) receiving a selection of a query typ#nich corresponds to a “query template”; (2)
executing the SQL statement to add the gfiefgt and the query criteria to the “query
template”; and (3) saving the “query templato the query database. (R.122-1, at JA14, Claim
1;id., at JA15, Claim 13’) These claimed steps ultimately result in the use of the query template
“to create a stored query” thigtlater executed on the database. (R.122-1, at JA14, Claim 1,
12:2.)

The parties agree that the specificationsdoa use the term “query template” or
“template” alone. $eeR.123, at 7; R.129, at 14ee also general\R.122-1.) The specification
does, however, define “query” as “a requasta user for specific data” (R.122-1, at JA11,

col.5:21-22), “a requesor certain data,”i¢l., at JA9, col.1:53-54), aralso refers to the query

" The recitation of “query template” in Claim 13id@ntical to that in Claim 1, as all of the steps
recited in Claim 1 are included in Claim 1ZofmpareR.122-1, at JA14, Claim With id., at JA15,
Claim 13.) The same holds true for all the remaining disputed terms addressed herein.
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“contain[ing] a list of critela that data must meetit(, col.1:54-55). Although the specification
does not specifically recite “quetgmplate”, it is used in the claims in a manner consistent with
the technical understanding that a person of ordiskill would have of the term “template.”
Generally, in the field of computer science, eniplate” is “a document or file having a preset
format, used as a starting point oparticular application so thiéte format does not have to be
recreated each time it is used.HETAMERICAN HERITAGE DICTIONARY OF THE ENGLISH
LANGUAGE 1781 (4th ed. 2000¥ee alsdMCGRAW-HILL DICTIONARY OF SCIENTIFIC AND
TECHNICAL TERMS 2116 (6th ed. 2002) (defining “template” as use@amputer Sciencas “a
prototype pattern against which observed pattarasnatched in a path recognition system”
or “a computer program thatused in conjunction with anesdtronic spreadsheet to solve a
particular type of problem”). Ti& definition is consistent witthat portion of emnos’s proposed
construction corresponding to “template.” Furthermdris consistent with the specification’s
discussion of the problems solved by the inienof the ‘442 Patent which includes use of a
“query template” that can tstored and later retrievedS€eR.122-1, at JA14, Claim 1d., at
JA15, Claim 13.) The specification states:

In database systems of the prior artewhla user created a query, the requested

data was typically retrieved for use by tneer that entered éhquery. If another

user wished to request the same data, the same user wished to run the query

again, he would have to reenter all oé telements of the entire query. This

resulted in several problems. The rgeging of query requests may become time

consuming, especially in the casferelatively complex queries.
(Id., at JA11, col.5:27-34.)

Saving queries to a central database kmsabther users toun the same query

again by merely retrievinthe previously saved query-urthermore, a user can

make small modifications to the quemyore easily by retrieving a saved query

and making modifications, as opposedhaving to create a query from the
beginning.
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(Id., col.5:34-39.) The specification further adsles creating a stored query by first entering a
guery on the database, stating:
A query may be entered into the datsdaystem through various methods. For
example, a graphical user interface maypbesent to allow the entry of query
elements through the usemdp-up lists, radio buttonsheck boxes, and the like,
a user may be able to select aerffields upon which to run a query.
(Id., col.6:26-31.) In the “Summary of theviention”, the specificatn also addresses the
“method for executing a database query” asuidiclg creation of a query followed by generation
of an SQL statement that both represergsgilrery and that the user can manipulate:
A user creates a query using a varietynafthods, such as a graphical method. A
database system then generates an SQL statement that represents the query
entered by the user and displays the SQtestent to the user. The user is then
able to directly manipulate the SQLlastment by editing, adding, deleting, etc.
elements to the SQL statement.
(Id., at JA9, col.2:34-38.) The agification further describes guery editor” which is a “more
sophisticated query system ... that offers adednquery functionality tadvanced users.”ld,,
at JA12, col.7:47-49.) The Query Editor “provsde method to graphically create such SQL
statements.” Il., col.7:66-67.) Figure 4 of the ‘442 teat illustrates—by simple text boxes—
“[t]he process of creating a query using Query Editor” diatpthe following steps: (1) create
new query; (2) set properties of query; (8 &SELECT, WHERE, anORDER BY items; (4)
validate query; and (5) execute querid.,(col.8:10-18; R.122-1, at JA4, Fig. 4.) An

embodiment of the Query Editor is shown in Figure 3:
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(R.122-1, at JA3, Fig. 3.)

The term “query template” did not appeathe original claims as filed with the PTO.
(R.122-2, at JA371-372.) During prosecutiorited ‘442 Patent, Applicants added “query
template” to the claims in place of “data file.ld.( at JA130.) No discussion between
Applicants and the PTO occurred surrounding‘theery template” amendments, other than a
brief recitation of the claimed steps, including those that recite “query template,” as not taught by
the prior art in the PTO’s Reasons for Allowanckl., @t JA105.)

dunnhumby proposes three vatiaanstructions for the “query template” term, including
a paper template, code template and graph®al interface template. The first of these
proposed meanings—a paper template—is inconsigtigémthe reference to “query template” in
the claims for “a method o&tilitating execution of a quegn a databasé (SeeR.122-1, at
JA14, col.11:48-49.) The claims further dictate thatquery template must be in a form that
contains the underlying data whittte user can save or store daer retrieve as a queryld(,
at col.12:1-2 (“saving said query template within a first record of a query database to create a

stored query”).) $ee id.at JA14, Claim 1.) As emnos acknowledges, the proposal that the
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person of ordinary skillvould understand “query template” agdsn the ‘442 Patent to include
a paper template is contraryttee claim language itselfSée Markmarg. Tr., Jan. 26, 2015,
217:6-23.)

dunnhumby’s proposed construction that lirthis “query template” term to a graphical
user interface is also improper. The clagisnot mandate a graphical user interface and the
specification’s discussions of that mediure axemplary, as are the embodiments discldsed.
The Federal Circuit repeatedly has waragdinst limiting a claim to the disclosed
embodiments, even when only a single embodiment disclosed or when multiple embodiments all
contain the same feature saint lexicography by the patee or a clear disavowabee e.g., GE
Lighting Solutions, LLC v. AgiLight, IncZ50 F.3d 1304, 1309 (Fed. Cir. 2014). The
specification and prosecution history of tHd2 Patent do not define “query template”
differently from the technical understanding of thords and do not inditathat the inventors
intended to act as their own lergraphers. Similarly, while thspecification discusses creation
of queries using graphical useterfaces, graphical models, and visual models, it does not
contain—and dunnhumby does not point to—any laggud disavowal or disclaimer of the
plain meaning of template. The repeated warnintp@federal Circuit, g#refore, is applicable
here and the ‘442 Patent’s disclosure of ‘fguemplate” should not be limited to the
embodiments of graphical models nor should lingtation be read “into the claims absent a
clear indication in the intrinsic cerd that the patentee intendbé claims to be so limited.GE

Lighting Solutions750 F.3d at 1309.

8 Indeed, during th#arkmanhearing, dunnhumby conceded in advocating for other disputed
terms of the claim (e.qg., “receiving a query field ... framaser”) that the limitations did not have to be
limited to a graphical user interface and could be text-based computer inteSaeeMdrkmairg. Tr.,
Jan. 26, 2015, 252:11-15.)
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In arguing against dunnhumby’s proposed tmasion limiting the tem to a graphical
user interface, emnos relies on a referen¢query template” from the prosecution history.
Specifically, during prosecution of the ‘442t&at, emnos asserts that “the examiner
characterized the query templateelectronic code used to mureries, which can be stored and
used by others.” JeeR.173, at 16 (citing R.122-2, at JA163 (“While Brady allows query
templates to be stored to enable common usezgecute preconfigured queries, Brady does not
disclose or suggest saving a query each timseexecuted for the purpose of providing an
analysis of the performance of the databaseladsage of databaseltis”)).) The Court does
not rely on this statement as exemplary of then@rer’s understanding of the claim term for at
least two reasons. First, the examiner didmake the statement upon which emnos relies.
Instead, Applicants made it in an attempdistinguish Brady from the claimed invention by
arguing that Brady failed to teach the last twapstof the claim (sang the stored query and
performing an analysis of the query databas8geR.122-2, at JA157 (claim 1d., at JA163
(April 11, 2007 Amendment and Reply, signaturggdd Second, Applicants specifically
referred to “query template” as used in Brady, the use of the term in the claimed invention.
Indeed, the Applicants did not add the disputreery template” claim term until seven months
after they made the statement about Brady@ce added, Applicants made no reference to
Brady’s disclosure of “query template”C¢mpareR.122-2, at JA157, 158ith id., at JA130,
JA132-33, JA136-37.) Although this discussioBoidy may not reflect the examiner’s or
Applicants’ understanding of the claim term, it does reflect the person of ordinary skill's
understanding of that term as used ingher art at the time ahe invention.

emnos’s reliance on the use of “query tergilén three United States patents cited

during prosecution further supports the person dinary skill's understandg of the term at the
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time of the invention. Although unrelatedtte ‘442 Patent —U.S. Patent Nos. 5,664,173;
6,694,321; and 7,031,956—each cited on the faceecf#it? Patent and in the prosecution
history as “References Cited’—constitute intrinsic evider®ee Powell v. Home Depot U.S.A.,
Inc., 663 F.3d 1221, 1231 (Fed. Cir. 2011) (citkagmar v. Ovonic Battery Co., In851 F.3d
1364, 1368 (Fed. Cir. 2003)) (“Our casetabhsh that ‘prior art citeth a patent or cited in the
prosecution history of the patent constitutes istarevidence™). While these cited patents do
not directly describe a “query template”agraphical user interface, they do, like Brady,
provide an understanding of “query template” frima perspective of theerson of ordinary skill
in the art. Furthermore, the cited patentscargsistent with the ‘44Patent specification’s
discussion of using a file or statement or synike helps to define the specific data the user
requests for a querySéeR.173-6, Ex. F, ‘173 Patent, c8166-4:33 (referring to “query
template” as a meta-language statement andydaenplates file” as a simple text file);
R.173-7, Ex. G, ‘321 Patent, 10:45-67 (stating “Arguemplate defines, for any given database
operation, the data that a cliegplication must provide to tharget database, and the data
which it requests in return’R.173-8, Ex. H, ‘956 Patentpl.58:28-33 (representing “the
instantiated query of thguery template” by representative SQL syntax).)

B. “Query Template” Is Not Indefinite

The intrinsic evidence provides the person diraary skill in the arwith a meaning that
is reasonably certain and defines the objective baigglas to the scope of “query template” as
used in the ‘442 PatenSee Interval Licensing66 F.3d at 1371. Although dunnhumby
contends the term is susceptible to multipkeanings, these meanings include those supported
by the intrinsic evidence and are more reflectizthe scope that “query template” has to the

person of ordinary skill—a scope that includes tiatgs that may be graphical user interfaces or
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that may be files containing cod8ee e.g., California Inst. of Tech. v. Hughes Commc’ns Inc
35 F.Supp.3d 1176, 1194 (C.D. Cal. 2014) (pdstrilusholding that just because “a term
covers broad possibilities does not render it imdiefj as long as a person of ordinary skill can
identify the outer boundariesxpansive though they may beSge also Takeda Pharm Co., Ltd.
v. Mylan Inc, No. 13-CV-04001-LHK, 2014 WL 5862134t *9 (N.D. Cal. Nov. 11, 2014)
(citing Ultimax Cement Mfg. Corpy.. CTS Cement Mfg. Cor87 F.3d 1339, 1353 (Fed. Cir.
2010) (“[m]erely claiming broadlytloes not “prevent the publitom understanding the scope
of the patent”),SmithKline Beecham Corp. v.Apotex Cpd4fd3 F.3d 1331, 1341 (Fed. Cir. 2005)
(“breadth is not indefinitenesy’ The intrinsic record, however, does not limit the medium for
the “query template” as it refers to entergueries and “query template” by various methods
and mediums used on a computer database asugtaphical user intiaces, visual models,
graphical models, or information that creditss that can be sted as queries.Sge e.g.,
R.122-1, at JA14; col.12:1-2 (“saving said quemplate within a first record of a query
database to create a stored querng’);at JA11, col.6:26-31 (“A quemnay be entered into the
database system through various methddas. examplea graphical user interface may be
present ...)see alsdr.173-6, Ex. F, ‘173 Patent, col.3:66-3:@eferring to “query template” as
a meta-language statement and “query templdégsak a simple text i¢); R.173-7, Ex. G, ‘321
Patent, 10:45-67 (stating “A quergmplate defines, for anywgin database operation, the data
that a client application mustquide to the target databasedahe data which it requests in
return”); R.173-8, Ex. H, ‘956 Patent, col.58:2B{8epresenting “the inshtiated query of the

query template” by representative SQL synt&x).)

° Because the intrinsic evidence provides an undetstg of the disputed “query template” term,
the Court does not consider the parties’ submittédinsic evidence in alleged support of this terGee
Eidos Display, LLC v. AU Optronics Corp.  F.3d __ , 2015 WL 1035284, at * 4 (Fed. Cir. 2015)
(“To the extent the district court considered exigrevidence in its claim construction order or summary
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The intrinsic evidence of the ‘442 Patenpports an understanding of “query template”
as a template to create a gyavhere the query is understotmdbe a request by a user for
specific or certain data and the template is ustded to be a collection of preset information
that is added to or modified by the user to weaquery. The specificati defines “query” as “a
request by a user for specitiata” and as “a request forrtaen data.” (R.122-1, at JA9,
col.1:53-54d., at JA11, col.5:21-22"§ The person of ordinary skill also has an understanding
of “template” based on its ordinary meaning émelintrinsic record of the ‘442 Patent.

dunnhumby, therefore, has failed to est&blig clear and convincing evidence that the
term “query template” is indefinite. The Codinds the term “query template” has a meaning
that is reasonably certain as to the correspsainderstood by the person of ordinary skill in the
art and the Court construes “query template” &am“a collection of preset information that is
added to or modified to create auvest for specific or certain data.”

Il. “Selection of a Query Type”

Disputed emnos’s Proposed | dunnhumby’s Proposed Court’s Construction
Claim Term | Construction Construction
“selection of | “a selection of a Indefinite Indefinite
a query type” | type of information
to be requested If not indefinite, then: “a

from the database”| selection by a user of a specific
query template [as construed]
according to a user’s skill leve],
such as ‘Basic,” ‘Advanced,’ or
Programmer’™

judgment order, that evidence is ultimately immatdaahe outcome becautie intrinsic record is
clear”).

1% Despite the explicit definitions for quergund in the ‘442 Patent specification, emnos’s
proposed construction refers to query as “an executaglesst for information.” This definition is not

supported by the specification and refers to “query” in a manner that does not align with the specification.

As such, the Court does not adopt this Igttetion of emnos’s proposed construction.
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The disputed term “selection of a query type” appears in Claims 1 an$&é&R.141, at
2;see alsdr.122-1, at JA14, Claim 1dl., at JA15, Claim 13.) emna®ntends that “selection of
a query type” has a plain and ordinary meanintpéoperson of ordinary skill in the art. (R.129,
at 7-10; R.173, at 9-13.) dunnhumby argues thatrigiype” does not have a plain and ordinary
meaning and that it is indefinite becauseoilld take on many possible meanings, such as the
type of query based on the skill level of the utes,type of business analysis the user wishes to
perform, or the type of SQL statement the wgishes to create using the template interface.
(R.123, at 12; R.163, at 6-12.)

A. The Intrinsic Evidence

The ‘442 Patent claims reference “query typweite. The first reference, “selection of a
guery type,” is found in the receiving steptio¢ claim after the inpuist—which includes the
guery criteria—has been received and stored:

receiving a selection of guery typefrom said user, wherein saglery type
corresponds to a query template;

(R.122-1, at JA14, col.11:54-56 (emplsaadded).) The claim latezferences the “query type”
in the step creating the SQL statement:

creating a Structured Query Language (SQL) statement based on said query field,
said query criteria, and saiglery type

(Id., col.11:63-65 (emphasis added).)

The specification does not use the term tgugpe”, but does address “the type of
guery” with a single statementfie specification referencing Figud: “When a user desires to
create a new query (step 402k tQuery Editor opens up and thewuselects the basic properties
of the query, such as the type of query desired (step 404d),"a{ JA12, col.8:10-13.) The

specification does not address what basic ptmseof the query are contemplated by the
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claimed method, nor does it address the correldteaween “query type” and “query template”
dictated by the claim languageSeg id. at JA14, col.11:54-56 (“wdrein said query type
corresponds to a query template”)ip a testament to the gerenature of the word type, the
references found in the ‘442 Patent specificatioftype” are varied ad provide no consistent
meaning for the term alone. The Background ofitlvention, for example, refers to the “types
of data ... important to a number of people sashfor example, sales data for a merchant,
account information for a brokerage, bank, @dircard company, and/or the like.ld( at JA9,
col.1:21-24.) The ‘442 Patent alsontains a reference to the tygieformat or form in which
the data is reported.Sée id. col.1:34-39 (“Instead, the user yndesire to view the data in a
more readable format, such as a spreadskipetfbrmat, for example”).) The specification’s
reference to “certain types of imfaation” is not made in regatd query type, but is explicitly
made in reference to other claim terr“input list” and “query criteria”. Ifl., at JA12, col.7:4-7
(referencing “certain types of information that thegy then incorporate as a query criteria”).)
Additional references to “type” in the ‘442 Patepecification do not pride specific guidance
as to “query type.” $ee id.at JA11, col.5:46-48 (referencingetidifferent types of computer
platforms”);id., at JA12, col.8:4-5 (referencing “type pdinting device to drag the desired
fields to the query tree”)d., col.8:64-66 (referencing “the data type of the fieldi), at
col.8:67-9:2 (referencing “dp box type selection tool”)., at JA13, col.9:52-58 (“any type of
file may be transmitted using report module ... ‘ilef any type may also be placed in a report
file™).)

The term “selection of a query type” svadded to the claims—along with “query
template”—as part of the last claim amendmemsle to overcome the PTO'’s rejections based

upon prior art. (R.122-2, at JA130-33.) Likéh the “query template” term, no discussion
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between Applicants and the PTO occurred surding the “selection of a query type” and
“query type” amendments, other than a brief réataof the claimed stepscluding those that
recite “query type,” as naaught by the prior art in the BIs Reasons for Allowanceld(, at
JA105.)

The intrinsic evidence does not provide dir@ctas to the meaning of query type or what
properties of the query, the term “type” correlates®iven that the intrgic evidence is void of
explanation for the term, it is gacularly helpful to look to th relevant extrinsic evidence and
the expert opinions as to the meaning of the terthe person of ordinary skill in the aee
Nautilus 134 S.Ct. at 2130 (quotiidarkman 517 U.S. at 389) (explaining that “claim
construction calls for ‘the necessarily sophesigel analysis of the whole document,” and may
turn on evaluations of expert testimonysge also Mycone Dental Supply Co., Inc. v. Creative
Nail Design, Inc.2014 WL 3362364, at *3 (D.N.J. July 9, 2014) (“BecauseNdwatiluscourt
emphasized that the definiten@sguiry requires reasonable centy, not simply some meaning,
an expert witness could be helpful in discerniigether the patent claims would inform a skilled
artisan with reasonabtzrtainty at the time of the invention.”)

B. The Extrinsic Evidence

The extrinsic evidence here demonstrétes multiple plausible meanings exist for
“query type” as used in the context of the ‘442 Patent. HEirst207 Provisional Application
has a specific definition for “quetype” stating: “Query Type ithe functional type of the query
(Basic, Advanced, Programmeitc.)” (R.122-3, at JA48Lee also id(“Query Editor will
permit you to open any query on the system, regssdi€what type of query (Basic, Advanced,
Programmer, etc.)id., at JA493 (“Query Type is the tyjpé query you're going to create.

Current options include BasiAdvanced, Programmer and Programmer Prompted. Many
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functions and options in Query Editor are connetteal specific quertype, and the forms will
reflect these differences ...”) Additional explanations of thigasic, advanced, and programmer
form of the query typare also addressed:

2. Query Type: Basic. This is the collection o€omponents that enables web-

based query creation in simpleghily controlled templates. 3Query Type:

Advanced. This is one of the query types currently available in the Query Editor

desktop application. It isised by select advancedets and while it is still

‘point-and-click,’ it enable much more sophisticated query creation. Query

Type: Programmer. This query type is also developed using Query Editor, and

it is primarily used by technical contracddo complete more complicated queries
(R.122-3, at JA394 (emphasis added).) In argagmnst a definition provided for “query type”
by the ‘207 Provisional Appdation, emnos asserts that thisrfat a viable definition of a ‘query
type™ and concedes thahtthing in the specification dile history supports dunnhumby’s
arguments that a ‘query type’ can be or nhestormed in that fashion.” (R.173, at 12.)

Looking then to the experts, emnos’s expdrt, lan Jestice, opindbat “selection of a
guery type” has a plain and ordinary meaningteAfirst reciting the sgcification’s definition
for “query,” Mr. Jestice states “person of ordinary skill in #hart would understand that a type
is a category of information having common @weristics.” (R.129-1, Jes¢ Decl., at DX6,
24;seeR.173, at 10.) Mr. Jestice, however, failptovide any support for this statement. After
collecting the definition for “query” from thgpecification with the unsupported definition for
“type”, Mr. Jestice concludes thdhe query type is a request byuser for specific data of a
category of information having common chaeaistics, which is a user’s request for
information.” (R.129-1, at DX6, Y 24 In support of his definitin, Mr. Jestice asserts that the
specification sufficiently describes receiving aeséibn of a query typas part of the report

ordering process.”ld.; see alsdR.173, at 10.) The passageon which Mr. Jestice relies,

however, makes no reference‘tpery type”, stating:
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In a typical database system, a userfquens a query by epiesting data that

meets certain criteria. The criteria mayrblatively simple, such as requesting all

data from a particular time period, teery complex crigria that involves

restrictions taaumerous fields.
(R.122-1, at JA11, col.5:23-26.) This passag&temd, refers to “criteria” which implies a
separate claim term, “query criteria,” and theafication makes no distinction between “query
criteria” and “query type** (See id.at JA14, Claim 1id., at JA15, Claim 13.) Mr. Jestice’s
position that the specification’sstiussion of criteria is reflective the disputed “query type”
claim term is therefore misplaced. As such, dstice’s opinion as to this term is unsupported
as he fails to cite any additional evidenceupgort of his alleged plaiand ordinary meaning.
See SkinMedica, Inc. v. Histogen €27 F.3d 1187, 1210 (Fed. Cir. 201$89¢ also Aristocrat
Techs. Australia Pty Ltd. v. Int'l Game Tech09 F.3d 1348, 1361 (Fed. Cir. 2013).

According to dunnhumby’s expert, Dr. Kelléguery type” has no plain and ordinary
meaning to those of skill in the art and the singference to “type ajuery” in the specification
would leave the person of ordinanjlsguessing at the terms meaninge€R.123, at 11-12;
R.123-1, Keller Decl., at PX11, 1 36; R.163, at @3, at 7-9.) In reviewing the specification,
prosecution history and variousctionaries, treatises, and tébaoks, Dr. Keller opines that the
reference to “query type” has multiple, differingdausible definitions in the context of the ‘442
Patent. $eeR.123-1, at PX10-11, 11 30-34.) Dr. Keller ggmrthat “query type” “might refer to
the type of business analysis the user wishgerform using the SQL statement (e.g., sales
analysis, account information, pitalioss analysis, comparative aysis, analysis over time.)”

(R.123-1, at PX12, 1 38; R.163, at 9.) Thiswiébin vaguely echoes ¢hdiscussion from the

‘442 Patent specification in the Background of liineention, referring tdhe “types of data ...

" The lack of distinction between the claitesms (“query type,” “query criteria,” “query
template,” and “query field”) in conjunction with the failure to provide specific meanings for these terms
is further evidence of the lack of direction in 8pecification regarding the “query type” claim term.
(See generallyR.122-1.)
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important to a number of people such asgfample, sales data for a merchant, account
information for a brokerage, bank, or credit caothpany, and/or th&ke.” (R.122-1, at JA9,
col.1:21-24.) Dr. Keller also opisdhat the term “might refer the skill level of the user, such
as ‘beginner,” ‘advanced,’ or ‘programmer,’ @re the complexity of the query template is
tailored to the user’s skill\el.” (R.123-1, at PX12, 1 39;.863, at 9.) This definition is
supported by the extrinsic evidence—the ‘Bydvisional Application’s discussion of the
Beginner, Advanced, and Programmer Query $ypeving various levels of complexity for
various skill levels of users.SéeR.122-3, at JA394, JA481, JA493.)

Dr. Keller's additional meaning for “quetype” as a referende the type of SQL
statement is supported by an inference in theifspston’s single discusen of “type of query”.
(SeeR.123-1, at PX11, 1 37; R.163, at 9.) In particulae specification explains that in using
the Query Editor, the user “selects the basic gnogs of the query, suds the type of query
desired (step 404). The ugbenadds the SELECT, WHEREnd ORDER BY items via the
drag-and-drop method described above (step4@R)122-1, at JA12, col.8:11-15.) As such,
the specification teachésat the instructions from the SQL statement are added after the “query
type” is already selected, but the specificatiosilent as to the relatiohg between the type of
query and the type of the SQL stateménT.he meanings proposed by Dr. Keller highlight the
difficulty the person of ordinary skill wouldave in determining “query type” and although
emnos provides a proposed construction that imliséract sense could piusible, it provides

no support for that construction in the intristor extrinsic—evidence. This absence of

12Dr. Keller's final proposal that “query typebuld be a reference to “whether the data to be
queried is the public data or the private dathaih, ...” finds no support in the specification or as
provided by Dr. Keller's declaration and is therefore disregardedeR.123-1, at PX12, T 40; R.163, at
9;see alsdR.173, at 12-13.)
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evidence leaves the person of aatly skill guessing as to thesamning of “query type” in the
context of the ‘442 Patent.

The general definition of “type” and the defian as used in computer science, do not
assist with the lack of clarity here. Indeeeliance on these definitions interjects additional
uncertainty to the scope and meaning of the téype” as used in “query type.” First, the
general definition of “type” is similar to the gemestatement offered by Mdestice, and states
various definitions for “type” asl. A number of peple or things having in common traits or
characteristic that distinguish them as a group dass. 2. The genécdaracter or structure
held in common by a number of people or thingissidered as a group or class. 3. A person or
things having the features of a group or €lag. An example or a model having the ideal
features of a group of class; an embodiment AE(AMERICAN HERITAGE DICTIONARY OF THE
ENGLISH LANGUAGE 1864 (4th ed. 2000)). The more specific definition of “type” found in a
computer science technical dictionary referthtonature of the programming variables. The
definition further implies a role for the userdtiirmatively declare t& range of values and
operations to be performed. The technicalrdiedin of the noun “type” is “1. In programming,
the nature of a variable—for exafa, integer, real number, testharacter, or floating point
number. Data types in programs are declégethe programmer and determine the range of
values a variable can take as well asdperations that can lperformed on it.” (MCROSOFT
ComPUTERDICTIONARY 534 (5th ed. 2002).) These definitiomsly serve to further highlight
the wide scope for “type” as used in the ordirsggse and even in thekmical sense relative to
the computer science field of the ‘442 Patertie person of ordinary skill apprised of these
definitions would not be informed of any reasonat@gainty as to the scope of “query type” in

the ‘442 Patent as questiomyolve around which charactditsor programming variable
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defines the “type of query” or which operationtloé query or level of complexity specifies the
“query type.” In other words, the term “quéipe” as used in the ‘442 Patent encompasses any
collection of common traits and characterisbcgroperties and operatis in a query without
giving any guidance as to those specifictssacharacteristics, properties or operations
encompassed by the claims.

Based on the lack of guidanicethe intrinsic evidence anddladditional meanings of the
term in the extrinsic evidence, the Court finds the term “selection of a query type” to be
indefinite. The person of ordinary skill is novgn any parameters for reasonable certainty as to
what “query type” refers to in the claim language and multiple plausible meanings exist without
guidance among then&ee Interval Licensing66 F.3d at 1371 (citations omitted) (explaining
that undeNautilusterms that are subject to multiple péle meanings to a person of ordinary
skill in the art may be indefiniteyee also Honeywell Int'l ;1 v. ICM Controls. Corp.No. 11-

569, 2014 WL 4248434, at *10 (D. Minn. Aug. 2014) (“Since the two options [for
interpreting the claim] entail differing limitatns for the claim, the missing langue in claim 1
results in lack of reasonabtertainty as to its scope’Atlas IP v. St. dde Medical, Ing.No. 14-
21006, 2014 WL 3764129, at *11 (S.D. Fl. July 30, 2(Q1Bgcause the language of the [patent]
does not mandate either interpretation, the term is indefinitigjit Transformation Techs. LLC
v. Lighting Science Grp. Corp., et,aNo. 2:12-cv-826-MHS-RB, 2014 WL 3402125, at *9
(E.D. Tex. July 11, 2014) (finding the claims indé&rbecause the term “axis light direction”
was subject to multiple plausible constructionshase could be multiple centers of directed
light).

Accordingly, the claim term “selection ofgaiery type” as used in the ‘442 Patent is

indefinite.
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. “Database Field”

Disputed emnos’s Proposed | dunnhumby’s Proposed Court’s Construction

Claim Term | Construction Construction

“database “a category of data of “a location in a database tabje location in the

field” a particular type in a | in which a particular type of | database having a field
database (e.g., data is stored, characterized name in which a

geographical data, | by a field name (e.qg., first particular type or item o
product data, group | name, last name, city, state), data is stored

data, etc.)” size and type of data that can
be placed in them (e.g.,
alphabetic, numeric or
financial)”

or

“a column in a database tabl
having a field name in which
a particular type of data is
stored”

[

The disputed term “database field” appears in Claims 1 andSE®R (141, at 2see also
R.122-1, at JA14, Claim 1d., at JA15, Claim 13.) The disputegfm is recited in the first and
final steps of the claimed method for féteiling execution of a query on a databasd.) (The
first step recites “receiving anput list from a user, wheresaid input list includes query
criteria relating to a field in said databas¢R.122-1, at JA14, col.148-52.) The final claim
step references the analysisfpemed on the query database aftee stored query is executed,
stating:

performing an analysis of said query datse, wherein said analysis is based on

performance data resulting from execution of said stored query on said database,

and wherein said analysis determines at least one of database fields that are
gueried least often and databasdds that are queried most often.
(Id., col.12:7-13.) The claims, therefore, refethite database fields &slds that are queried

when the query is executed. The specificasiopports this understaing. The Background of

the Invention explains that “[d]ata stored in d&adb@se may be organizedadrvarious fields, each
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of which stores an item of data.td(, at JA9, col.1:28-29.) The sgification goes on to provide
examples of the items of datsat can be stored, “a databasay store account data, with an
account number stored in one field, an acctatance in another field, and various user
identification information st@d in other fields.” Ifl., at col.1:30-32.) The specification further
provides “[a]n additional aspect tife present invention is the ability to run queries on the data
within the database.”ld., at JA11, col.5:20-21.) When discussing the operation of the manner
in which the queries are executud stored, the specification statgg user may enter various
elements of a query for various fields of a databade.; qol.5:62-63.) When describing entry
of a query into the database system, the specditatates “a user may bbéle to select certain
fields upon which to run a query. A user may alsaltle to enter in theriteria for the field.

For example, a user may select a date fieldtlaea enter a date for wdh records should be
pulled.” (d., col.6:29-33.)

During prosecution of the ‘442 Patent, the claims as originally submitted merely
referenced “fields upon which a query is run'atdr amended to “query field"—and then the
additional term “database field” was addedhe claims, and finally in the last set of
amendments to the claims, the referencaftiield in said database” was adde&e¢R.122-2,
at JA371-72, JA297-99, JA182-184, JA130, JA132-38.inaking these amendments, the
parties do not highlight—and the Court did find—any specific discussions regarding the
meaning of “database field” or the distinctioetween “database fieldhd “query field.”

The parties’ proposed consttioms both reflect the meanirigr “database field” in the
specification, but differ slightly. emnos’s propdsconstruction references examples, stating
“(e.g., geographical data, product data, group @d&ta)’ and mandate characterization by “size

and type of data that can be placed in therB€eR.141, at 2; R.129, at 21-23.) dunnhumby
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argued that emnos’s data examples find no supptine specification and emnos later agreed to
remove them, but disagreed wibnstruing the term to include limitations to the “size and type
of data than can be placed in themguang that these limitations find no support in the
specification. $eeR.129, at 22see also MarkmaHirg. Tr., Jan. 26, 2015, at 242:25-243:14;
247:23-248:3.) The Court agrees. Although dunnhumby’s original proposed construction
contains additional limitations for the term, sifieaily referencing size and type of data, these
limitations are not found in dunnhumisyalternate construction offered in its reply during claim
construction briefing. §eeR.139, dunnhumby’s Reply Claim Consttion Br., at 8-9.) During
the Markmanhearing, dunnhumby indicated that it woalgkee to withdraw the size and type
limitations. See Markmalkirg. Tr., Jan 26, 2015, at 242:14-21ndeed, without the “e.g.”
parenthetical, emnos’s proposed construcaioa dunnhumby’s alternapeoposed construction
are not far from one another. Furthermohese proposed consttiamns both align with
dunnhumby’s proposed the plain meaning of the dispieted of field as “docation in a record

in which a particular type of data is storedSe€R.123, at 14 (citing MROSOFTCOMPUTER
DICTIONARY 210-11 (5th ed. 2002).) As such, theyomleaningful difference between the
competing constructions is dunnhumby’s refieesto “a column” which it supports with

extrinsic evidence and alleges emnos’s expert JeBtice, agrees wiits construction. (R.139,

at 9.) At theMarkmanhearing, emnos disputed Mr. Jesttcalleged agreement to dunnhumby’s
proposed construction as reasoeralt is unnecessary, however, the Court to resolve this
dispute because reference to expert testimony—or any extrinsenegig-to determine the
meaning of “database field” is unnecessary hereesihe meaning of the term is clear from the

intrinsic evidence which does naipport a limitatiorio column.
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Accordingly, the Court construes “databastdfi to mean “a location in the database

having a field name in which a particutgpe or item of de is stored.”

IV.  “Receiving a Query Field ... From a User”

Disputed emnos’s Proposed
Claim Term | Construction

dunnhumby’s Proposed
Construction

Court’s Construction

“receiving a | “receiving a
query field ... | category of data of
from a user” | a particular type ...
from a user”

“receiving a specific database
field [as construed], such as ‘fir
name’ or ‘last name’, from a
user according to the user’'s
selection or identification of tha
field using a graphical user
interface”

or

“receiving a specific database
field [as construed, such as ‘firg
name’ or ‘last name’, from a
user according to the user’'s
selection or identification of tha
field using a computer user’'s

S

t

—

t

interface”

receiving a particular
type or item of data

used in a query ... fron
a user

—

The disputed term appears in Claims 1 and S&eR.141, at 2see alsdR.122-1, at

JA14, Claim 1jd., at JA15, Claim 13.) The parties agreat tiguery field” and “database field”

are related terms as they both referencad'fiand as shown by the use of the proposed

constructions for “database field” in eachtloéir proposed constructions for “query field.”

Specifically, emnos proposed “database field” méarmategory of data of particular type in a

database” and that “query field” means “a gaty of data of a pécular type.” GeeR.141, at

2; see also MarkmaHirg. Tr., Jan. 26, 2015, 29R-258:8; 260:4-10.8imilarly, dunnhumby

proposed that database field means “a colunandatabase table having a field name in which a

particular type of data is stnt” and explicitly refers to “dabase field [as construed]” in its

proposed construction of “query field.'S¢eR.141, at 2.) The proposednstructions differ,
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however, in that dunnhumby proposesadditional limitation oflictating the manner in which
the user selects the query field/database feettle use of a graptal user interface or a
computer user’s interfaceSée id.see alsdr.123, at 15-17MarkmanHrg. Tr., Jan. 26, 2015,
252:18-253:13.) emnos argues that this additibmitation is improper. (R.129, at 15-16.)

The disputed claim term is found in onetloé receiving steps die claim, stating
“receiving a query field and quecyiteria from a user, whereinidagquery criteria is selected
from said input list by said user.” (R.122at JA14, col.11:60-62.) Additional dependent
claims—Claims 4 and 5—further limit the “step of receiving said query field” to include
additional limitations on theecurity of the system.d(, col.12:20-33} The claims do not
specify a manner in which the query fielgp®vided or received (@., by graphical user
interface or computarser interface).

The specification references “query field"arsingle paragraph seribing Figure 8. I4.,
at JA12, col.7:21-44d., at JA8, Fig. 8.) Figure 8 is “adfivchart illustrating the operation of an
Input List.” (Id., at JA10, col.3:7-8d., at JA8, Fig. 8.) Figure 8 references four steps, which
include: (1) user creatdist of desired criteria (step 802);)(i&st uploaded to database system
(step 804); (3) contents of listaced in query (step 806); and (4) validate contents (step 808).
(Id., at JA8, Fig. 8.) The specification states:

When the user is creating a query, theruselects the input list and uploads the

contents of the input list to the query (s%04). The list may be in a variety of

formats, including the DBF format andSCIl text format. Thereafter, the

contents of the list are entered into #ppropriate field of th query and the user
can commence with running the query or modifying various dibkts of the

13 During prosecution of the ‘442 Patent, the claims as originally submitted merely referenced
“fields upon which a query is run,” which was later awhed to “query field” and then the additional term
“database field” was added to the claims, and finalljhe last set of amendments to the claims, the
reference to “a field in said database” was add&eeR.122-2, at JA371-72d., JA297-99id., at
JA182-184jd., at JA130, JA132-33.) In making these amendments, the parties do not highlight—and the
Court did not find—any specific discussions regarding the meaning of “query field” or any distinction
between “database field” and “query field.”
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query (step 806). This step may involw®nverting the data from the stored
format (such as DBF or ASCII) into the query screen which may involve the use
of SQL to enter the content$ the Input List into thejuery field

(Id., at JA12, col.7:26-36 (emphasidded).) The specification’s discussion of the Query Editor
also refers to selection of fad being indicted for the querstating “a user may use a mouse,
trackball, or other type of pding device to drag the desir&dlds to the query tree (Id.,

col.8:4-5 (emphasis added).) The specifaratlso references “fids” without specific

attribution as to whether they areutry fields” or “database fields”:

Data stored in a database ymae organized into variouselds, each of which
stores an item of data.

(Id., at JA9, col.1:28-29 (ephasis added).)

An additional aspect of the present intten is the ability to run queries on the

data within the database. A query is guest by a user for specific data. In a
typical database system, a user performs a query by requesting data that meets
certain criteria. The criteria may be relatively simple, such as requesting all data
from a particular time period, to very complex criteria thablves restrictions to
numerous fields

(Id., at JA11, col.5:20-26.) Indeed many of thes®e generic referencés “field” support the
interchangeable reference to “fitlaks a field of the query andfield of the database that the
parties advocate in their progasconstructions. The ‘442 teat states, for example:

This aspect of the invention operateghe following manner. A user may enter
various elements of a queryrfoarious fields of a database.. Thereatfter,
various information regarding the query (suchtlaes fieldsand criteriaof the
guery) can be stored.

Id., col.5:62-63jd., col.6:6-8.)

A guery may be entered into the datsaystem through various methods. For
example, a graphical user interface maypbesent to allow the entry of query
elements through the usemdp-up lists, radio buttonsheck boxes, and the like,
a user may be able select certairfields upon which to run a quenj user may
also be able to enter in the critefitat the field For example, a user may select a
date field and then enter a date foriethrecords should be pulled. In addition a
user may be able to enter operators &uifyl how the criterizare to be used. For
example, with reference to a date field, aruway be able to select such that the
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records retrieved are after aespic date, before a speafdate, or equal to a date.
Similarly, a user may enter similar openat with reference to a numeric field. A
user may also be able to use wildcard characters in order to search for various
forms of words.

(Id., col.6:13-20see also id.at JA12, col.8:62—-JA13, col.9:97)hese discussions not only

support similar treatment of the claim terms “quigeld” and “databaséeld,” but they also

highlight the absence of a specified manner Ect®n for a query field. In particular, the

specification does not limit the manner of selecfama query field to dection by a graphical

user interface and dunnhumby’s reliance on sjgeeihbodiments of the ‘442 Patent to find

support for such a limitation is improper for the same reasons as those stated above regarding

“query template.” $ee suprall; see also GE Lighting Solutions, LLC v. AgiLight, ]7&0

F.3d 1304, 1309 (Fed. Cir. 2014) (explaining thelleam should not be limited to disclosed

embodiments even when the limitation is found in the only single embodiment disclosed or in

multiple embodiments, absent lexicographythy patentee or a clear disavowal).)

Accordingly, the Court construes “receigia query field ... from a user” to mean

“receiving a particular typer item of data used in a query ... from a user.”

V. “Executing Said SQL Statement to Add SaidQuery Field and Said Query Criteria to
Said Query Template”
Disputed emnos’s Proposed dunnhumby’s Court’s Construction
Claim Term Construction Proposed Construction
“executing “executing the SQL Indefinite executing the SQL
said SQL code to combine the statement to add the

statement to
add said query
field and said
guery criteria
to said query
template”

query criteria and
category of data of a
particular type with the
guery template [as
construed] to create an
executable request for
information”

If valid, then:
“executing the SQL
statement created in th¢
previous claim step to
add the query field and
the query criteria to the
guery template [as

query field and the
guery criteria to the

2 query template [a
collection of preset
information that is
added to or modified to
create a request for

construed]”

specific or certain data]
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The disputed claim term “executing said SQatement to add said query field and said
guery criteria to said query template” is found in Claims 1 and 13 of the ‘442 Patent as a separate
step in the claim after the $@tatement is generatedSgeR.141, at 3; R.122-1, at JA14, Claim
1;id., at JA15, Claim 13; R.139, at 12.) dunnhumby aBdgat this claim term is honsensical,
but that if construed, it should ¥&its plain meaning. (R.123, 17-19.)emnos offers a
proposed construction for the “executing” tettmat effectively echoes the language of the
disputed phrase and adds an additional expiam “... to create apxecutable request for
information.” (R.129, at 16-19.)

The ‘442 Patent claims recite three stepsuocession: a receivirggep, a creating step
and an executing step. (R.122-1, at JA14, JABpgcifically, the recited steps are directed to
(1) receiving a query field and quecriteria from a user; (2) creating an SQL statement based on
the query field, query criteria and the query tygereviously selected in a prior claim step; and
(3) executing the SQL statement to add the gtiely and the query criteria to the query
template. Id.) The specification describéwo of the recited stepsthe receiving step and the
creating step. SeeR.122-1, at JA9, col.2:34-38l., at JA11, col.5:66-67 (describing the
receiving step)id., at JA9, col.2:38-41id., at JA11, col.8:15-16 (desbing the creating step).)

At this point, however, the specification and themls seem to diverge as the specification does
not discuss how executing the SQL statement ddritee selected querefd and query criteria

to a query template. When discussing exeawf the SQL statement, the specification
repeatedly references execution of the SQL stateaftarthequeryis created, but does not

discuss execution of the SQL statent to add the field or criteria to the query templaiee (

14 Although dunnhumby originally listed the “exemgf term of the ‘442 Patent in its opening
claim construction brief as invalid for indefiniteness (R.123, asd&;also Markmakhirg. Tr., Feb. 4,
2015, at 2:11-25), its argument was undevelopetddannhumby no longer pursued the issue in
supplemental briefings€e generallfR.163). The Court, therefore, does not consider whether the
disputed “executing” claim term meets the indefiniteness requirements.
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e.g.,R.122-1, at JA9, col.1:57-58 ([t]lwpiery is then executed ..."ld., col.2:32-44 ([a] method
for executing a database querythe SQL statement is executed. The results of the SQL
statement execution may be made available to the usend.,’3t JA10, col.3:36-38 (“... makes
it easier for users to egute various queries,...'i|d., at JA11, col.5:40-4f‘present invention
involves the manner in which theayies are executed and storé&lieries may be configured to
execute solely within the central server,..it);, col.5:66-col.6:2 (“the user can execute the
qguery. Upon the execution of the query, ..id); col.6:42-44 (“the output generated by
execution of a query”)d., at JA12, col.8:15-16 (“the querythen executed (step 410)iJ;, at
JA4 (Fig. 4 (showing “Execute Query” as steff)).) The specificath does not address the
“executing” term, nor does it provide any figusembodiments in the specification that
demonstrate execution of an SQL statement regpuiii adding the querydid and query criteria
to the query templat®. (See generallR.122-1;see alsdR.123-1, Keller Decl., at PX15-16,

19 57-59.)

During prosecution of the ‘442 Patent, apalits added the “executing” term, along with
the “query template” and “selection of a queryaygerms as part of the last attempt to amend
the claims to overcome the rejections bageoh the prior art. (R.122-2, at JA130, JA132-33.)
No discussion between Applicants and BieO occurred surrounding the “executing” term
amendment, other than a brief recitation ofdlaémed steps, including the step of “executing
the SQL statement to add to a query templagefiot taught by the prior art in the PTO’s

Reasons for Allowance.ld., at JA105.)

5 In emnos’s Non-Infringement, Enforceability avidlidity Contentions, it cited only to the ‘207
provisional application for support tiis claim term. (R.123, at 18 (citing R.123-2, Brandyberry Decl.,
Ex. A).) emnos does not rely on the ‘207 Provisidkgblication for this disputed claim term, however,
in its claim construction briefing.See generallir.129, at 16-19.)

49



emnos’s proposed construction improperly broadée concept of adding the query field
and query criteria to the query telai@ and adds an additional concept to the claim step that is
not recited, namely, that executing the SQL staténeeadd the query field and query criteria to
the query template is for the purpose of creptin executable request for information. (R.123,
at 17.) emnos asserts that the first portiorisoproposed constructiondirected to combining
the user parameters with the query templaterequired by the claimiguage and the intrinsic
evidence. (R.129, at 18.) The Court agreet thie caveat that thect of combining is
explicitly specified by the claim in a monmarrow manner by reciting “adding”. The second
portion of emnos’s proposed construction, howglgproblematic as there is no support for
creation of an executable request for informatibrstead, the claim languagdectates that after
the “executing” step, the query template is sawvecteate a stored query. No support exists for
this later step of storing the qydo also mean the executin@gtcreates an executable request
for information. (R.122-1, at JA14, col.12:1-2.)

emnos relies on its expert, Mr. Jestice, fardpinion that the disputed “executing” term
is directed to the process oftharing all of the necessary information to create the executable
query. GeeR.129-1, at DX 11, 1 37.) In alleged suppafrhis opinion, Mr.Jestice relies on the
specification “describing selecting a querydi@ind a query criteria” and “creating an SQL
statement using this data and the query templatd.”(qjiting R.122-1, at JA9, col.2:33-3gt.,
at JA11, col.5:62-67d., col.6:27-33).) These discussiphgwever, are not related to the
“executing” step of the claim. Instead, theg aglated to the steps preceding the “executing”
step, the step for “receiving a query field and query criteria from a user ...” and for “creating a
[SQL] statement”. $eeR.122-1, at JA14, Claim 1.) Mr.skice’s opinion is therefore

unsupported as he cites no aduiil support from the intrinsic @xtrinsic evidence for the
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additional limitation that this claimed step inclsd®eation of an executable query or request for
information.

emnos argues that dunnhumby’s proposed aaetgtn is improper and feeds into its own
nonsensical argument. dunnhumby respondsatanonsensical natiof its proposed
construction is found in the claim language itsedfs its proposed construction simply tracks the
language of the claim. The FedECircuit has addssed the potential nogissical nature of a
claim term, although in the context of atparlar construction dated to a finding of
noninfringement. I'Chef America, Inc. v. Lamb-Weston, |nbe Federal Circuit considered a
patent relating to a process for baking dough do ashieve a “lightflaky, crispy texture.”
Chef America, Inc. v. Lamb-Weston, |i858 F.3d 1371, 1372 (Fed. Cir. 2004). As written, the
claims unambiguously required heating the doligia temperature in the range of about4B0
to 850 F.” Id. at 1374. The patentee advocatedafaonstruction that referred to the
temperature range of the oven, not to the teatpez of the dough itselgn the ground that if
applied to the dough, the dough “would be burnea ¢asp”, rather théight, flaky” product
described in the claim and specificatidd. at 1371, 1373. The Federal Circuit, however,
concluded that the claim languageambiguously required heating tii@ugh not theoven to
the specified temperature range, and held thatsouay not redraft claim terms simply to avoid
a “nonsensical result.td. at 1374. Indeed, the Federal Citawted that it has “repeatedly and
consistently recognized that ctaimay not redraft claims, whetite make them operable or to
sustain validity.” Id. (citing Allen Eng’g Corp. v. Bartell Indus., In299 F.3d 1336, 1349 (Fed.
Cir. 2002);Elekta Instrument S.A. v. OR.. Scientific Int'l, Inc.214 F.3d 1302, 1308-09 (Fed.
Cir. 2000);Process Control Corp. v. HydReclaim Corp90 F.3d 1350, 1357 (Fed. Cir. 1999);

Rhine v. Casio, Inc183 F.3d 1342, 1345 (Fed. Cir. 199Quantum Corp. v. Rodime, PLES
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F.3d 1577, 1584 (Fed. Cir. 199B8ecton Dickinson & Co. v. C.R. Bard, In822 F.2d 792, 799
n. 6 (Fed. Cir. 1990). A claim that “is susceibd only one reasonaltenstruction” must be
construed “based on the patentee’s version ofltim as he himself drafted it,” “not as the
patentees wish they had written itChef America358 F.3d at 1374.

Asin Chef Americathe patentee here advocates fooastruction that differs from the
explicit language of the disputethim term. Specifically, emngsoposes a construction for the
executing term to mean executiontlé SQL statement to combine query criteria and query field
with the templatén order to create an executable request for informatianich effectively
adds a second creating step to the claim lironaa step that is not only redundant with the
immediately previous “creating” step in the claimt that provides a different purpose for the
“executing” step than what is cited. The “exiag’ claim limitation doesiot refer to creation
of an executable file. It only fers to execution of the creat8@L statement to add query field
and query criteria to the templat&€he plain language of the ahaiis understandable as to what
it means and is susceptible tdya construction that honors tlkeguage as written. Whether it
refers to a step that the persoroadinary skill may find nonsensical irrelevant agt is not for
the Court to redraft the clainis a manner that “the patentegsh they had written it."See
Chef America358 F.3d at 1374. Ultimately, the questadrwhether this claim construction is
nonsensical in a practical applicat would be addressed in ariringement analysis, which is
not in front of the Court here. The Counrtsnstruction honors the claim language as written.

Accordingly, the Court cotraies “executing said SQL statent to add said query field

and said query criteria to saigiery template” to mean “executing the SQL statement to add the

' The Court does not include the portion of dunnhumby’s proposed construction referring to the
SQL statement as “created in the previous cktigp” because this is implicit from the claim
construction’s use of “the” which refers back te QL statement created in the previous st€pe (
R.122-1, at JA14, co0l.11:63-67.)
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query field and the query criteria to the query tEtg[a collection of preset information that is

added to or modified to create @uvest for specific or certain data].”

VI.  “Query Database” / “Performing an Analysis of Said Query Database”
Disputed emnos’s Proposed dunnhumby’s Court’s Construction
Claim Term | Construction Proposed
Construction
“query “structured set of data that | “a database containinga database (a structure
database” can perform functions such | the stored SQL set of data that can
as searching and sorting, thatjueries” perform functions such
stores code that represents as searching and sortin
the requests for information{ that contains the stored
gueries
“performing | “performing an analysis of | “performing an performing an analysis
an analysis of| data that results from analysis on the query| on the database that
said query executing queries on the database [as contains the stored
database” guery database [as construed]” queries

construed]”

The disputed claim terms “query databasad gerforming an analysis of said query

database” are found in Claims 1 and 13eeR.141, at 3see alsdr.122-1, at JA14, Claim 1;

id., at JA15, Claim 13.) Because the terms ardeélto one another in language and in the

intrinsic record they will be addressed togeth€he parties’ proposexbnstructions for these

two disputed terms are not tldissimilar. Indeed, during tHdarkmanhearing, dunnhumby

conceded that emnos’s reference to a “structse¢odf data that can perform functions such as

searching and sorting” was a reference todldase” and it did not contest that portion of

emnos’s construction.See Markmaimirg. Tr., Feb. 4, 2015, 38:3-15dunnhumby does take

issue with the second portion @hnos’s proposed constructi@mguing that the reference to

“code that represents the requests for informatismdo broad and allows for a database that

stores more than the actual queries.
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Unlike some of the other disputed termg tise of the disputéduery database” terms
in the claims is informative. Claims 1 andif8lude the following two steps of storing queries

to the “query database” in the latter half of the claims:

saving said query template within a firgicord of a query dabase to create a
stored query;

receiving a selection of said stored query;
executing said stored query against said database;
saving said stored query in a second record of said query database;
performing an analysis of said query detse, wherein said analysis is based on
performance data resulting from execution of said stored query on said database,
and wherein said analysis determinedeaist one of. database fields that are
gueries least often and databas¢d that are queried most often.

(R.122-1, at JA14, col.12:1-13ee also id.at JA15, col.14:6-17.)
The specification contains multiple referenttethe “query database” as storing queries:
The database system includes #bility for the user to enter criteria for a query in
a variety of different manners, including the ability to directly modify generated
SQL statements and the ability to use inligts in creating queries. In addition,

thequeries entered by the user can be stored in a separate datababkethat the
efficiency and operation of the database system can be improved.

(Id., at JA1, Abstractemphasis addeddge also id.at JA11, col.5:47-6Qeferencing queries as
stored in the database, e.g., “gasralso may be saved to a caehtlatabase”, “[s]aving queries
to a central database enables other usetmtthe same query byerely retrieving the
previously saved query”, “[b]y vige of the central storage, all gigs can be backed up with the
contents of the database”).) The specificatiao alddresses the performance of an analysis on
the query database, focusingtbe fields used in queries:

In addition to the storage of query itseMfariousperformance information can

also be storedn a similar manner. In suchraanner, the performance of queries
can be tracked and analyzed. Through such an analysis, one may be able
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determine the performance of queries on certain fields. In addition, one can
determine which fields within database are being used in queriesst often,

and what fields are usedh queries leasbften. The queries being run are an
indication of how the database is being used.

(Id., at JA11, col.6:13-25.)

The ‘442 Patent’s prosecution history alsoa®lon these claim limitations to distinguish
over the prior art. Specifically, Applicants ardugat the person of ordinary skill in the art
would “immediately appreciatedh by storing a number of guies in a database, certain
attributes can be deduced.” (R.122-2, at JA247.) Applicants further stated “[i]f the above query,
along with a number of other quesi were stored within a database table, a simple query could
be formulated to determine, for example, hoany stored queries contain the ‘first_name’
field.” (I1d.) Applicants distinguished the Piersolaeence, arguing there was “no correlation
between performing an analysis on a query basgukerformance data and Piersol’s disclosure
of saving comment datalaging to a query.” Ifl., at JA187.) Applicantturther distinguished
over Cambot and Piersol by arguithgt neither reference discloses “sav[ing] an instance of a
guery each time it is executed” which prevenespkrson of ordinary skill from being able to
“determine precisely how many times, anohfrwhere, data has been queriedd., (@t JA223;
id., at JA1625see also id.at JA224 (distinguishing over Tedesco and Brady for the same
reasons).)

The intrinsic record supports a query dasabas a database (as understood by the person
of ordinary skill}” that stores the queries. Theiidanguage explicitly requires the query

database to have at least twdathase records (“first record” and “second record”) and for each

" The parties agree that “database” is understood by the person of ordinary skill in the art to
mean “a structured set of data that can parfiunctions such as searching and sortingé&g( Markman
Hrg. Tr., Feb. 4, 2015, 38:3-18¢e alsdVIICROSOFTCOMPUTERDICTIONARY 141 (5th ed. 2002)
(defining “database” as “A file composed of recorsch containing fields together with a set of
operations for searching, sorting, recombining, and other functions”).)
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record to store quess. (R.122-1, at JAl4pe alsdR.122-2, at JA185 (“Because the query is
first saved to a ‘first record’ and subsequentlyeshas a ‘second record,istapparent that each
save transaction creates distimgtances of the same query”)lhe explicit language of the
claims does not specify the format for the gere.g., SQL. The specification makes multiple
references to the queries stored in thelzita and saved for perining analysis. The
prosecution history provides additional evidetita the query database stores the actual
gueries—although there is no indicatibiat it is limited to only stang queries as it could also
store other data or files.

The parties’ proposed constructions mainiyediin respect to the format in which the
gueries are stored. emnos propasésoader definition of “code that represents the requests for
information (or queries)” and dunnhumby proposes eerfimited definition of “storage of SQL
queries.” These proposals flank the middleugd that the intrinsic record supports.
dunnhumby relies on the argumentsd@aluring prosecution histoas a basis for refuting “code
that represents the requests for informationémnos’s proposed construction. Namely,
dunnhumby contends that the bdldanguage of emnos’s proposazhstruction would include
the comment data of Piersol and therefore ene@sthe prior art. Although the Court disagrees
with dunnhumby because it is not clear from thansic record that Piersol’'s comment data
would be of a form to “represent[] the requdstsinformation,” it still finds emnos’s reference
to “code that represents the requests formédion” to be improper. emnos’s proposed
construction allows for storage of somethingdater than the query—wibut dictating inclusion
of the query itself. Nothing in the claim languager anything in the intrinsic record, limits the
guery database to only storing queries, batdlaim language does explicitly require the query

database to store the actual queries that teedaecuted on the databasw®l then stored again

56



to become available for analysis. For thessoas, the Court rejects the latter portion of
emnos’s proposed construction and adopts atieart®n that mandatesorage of the actual
gueries that are later ram the query database.

Similarly, dunnhumby’s proposal to limit thelugry database” to storage of SQL queries
is also improper because nothing in the claimstoinsic record limits the queries to SQL.
Indeed, the first claim step that references fyuatabase” is the step for storing the query
template which then creates arstd query, but there is no indimat in that limitation that the
guery template is converted into SQL and temed as a query in SQL. The only limitation
dictating the use of SQL is in the claim step to create an Spens¢nt that is executed to add
the query field and the query criteria te tuery template. (R.122-1, at JA14, col.11:63-67
(claim limitations creating the SQL statent and executing the SQL statement).)

Accordingly, the Court construes “query datsddao mean “a database (a structured set
of data that can perform functiosach as searching and sortitigdt contains the stored queries”
and construes “performing an analysis of saidydatabase” to mean “performing an analysis

on the database that contains the stored queries.”
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VII. “Determines at Least One of: Database [eids That are Queried Least Often and
Database Fields that are Queried Most Often”

Disputed emnos’s dunnhumby’s Proposed Court’s Construction
Claim Term Proposed Construction

Construction
“determines at| “determining the | Indefinite determines at least one
least one of: | database fields of: database fields
database fieldg [as construed] of | If not indefinite, then: [locations in the
that are the database that| “determining, based upon the | database having a field
queried least | are queried either analysis of all the database name in which a
often and least often or gueries stored in the query particular type or item of
database field§ most often” database [as construed], data is stored] that are
that are database fields [as construed] ofjueried least often or
gueried most the database that are queried | most often
often” least often and/or most often”

The disputed claim term “determines at least of: database fieldsat are queried least
often and database fields that are quemedt often” appears in Claims 1 and 13e¢R.141, at
4; see alsdR.122-1, at JA14, Claim 1d., at JA15, Claim 13.)

A. Indefiniteness

dunnhumby argues that the ‘442 Patent dudsprovide any objective boundaries for
which database queries are to be aredyand over which period of timeSgeR.123, at 24;
R.163, at 17-20.) emnos responds that the diewm’s straight forward language provides
objective boundaries that satisfy the daéness requirements of Section 113edR.129, at
23-25; R.173, at 23.)

The claim term at issue is found in the figedp of the claim direet to “performing an
analysis of the query database”. (R.122{1]JA14, col.12:7-12.) Performing the claimed
analysis is limited in two ways. First, the aysi$ must be based on performance data resulting
from execution of the query—stored iretprevious step of the claimSde id.at col.12:7-9

(“wherein said analysis is based on performatate resulting from execution of said stored
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guery on said database”).) Second, the anahys# include a determination of the database
field queried least oftemnd/or the database fietueried most often.Sge id. at JA14,
col.12:10-12 (*and wherein said analysis detessiat least one of: déi@se fields that are
gueried least often and databasdds that are queried most ofte) The specification further
addresses this second limitatiom the performance step of tblaimed method for facilitating
execution of a query, stating:

In addition to the storage of query ifsevarious performance information can

also be stored in a similar manner. In such a manner, the performance of queries

can be tracked and analgize Through such an analysisne may be able [to]

determine the performance of queries aartain fields. In addition, one can

determine which fields within a database being used in queries most often, and

what fields are used in queries leastftdhe queries being run are an indication

of how the database is being used.
(Id., at JA11, col.6:13-21.) Together, the cldanguage and the specification inform the person
of ordinary skill of the objective process encompassed by the claimed m&tdodnhumby’s
concern that the person of ordinary skill wontit know which saved queries must be analyzed
or how many query fields must be analyzed ieoito satisfy the claim limitation is misplaced.
The answer to these questions depends on drs wesired applicain of the performance
analysis. Put differently, a determination of whgueries or which field&ere analyzed are not
the indicators for a performance analysis that meets the limitations of the claims. As the claims
state, it is the simple factdahthere is a performance anasysonducted on queries in the

database that determines which database fields are queried either least often or most often (or

both). This is the targgerformance of the claimed litation and it provides objective

'8 During prosecution of the ‘442 Patent, Applicants pointing the PTO to the same portion of the
specification as that recited above, persuaded the egatoiwithdraw the indefiniteness rejection of the
“determines at least one ..."” claim term. (R.122-2, at JA254.) While not binding, an examiner’s decision
is “evidence the court must consider in deteingrwhether the party asserting invalidity has met its
statutory burden by clear and convincing eviden&e€ Enzo Biochem, Inc. v. Calgene,,|h88 F.3d
1362, 1375-76 (Fed. Cir. 1999) (citations omitted).
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boundaries of the claim to the person of orgirskill in the art. The claim limitation is,
therefore, not indefinite.

B. Claim Construction

As stated above, the claims and speciicaprovide objective boundaries for the person
of ordinary skill reading the ‘442 Patent ahe performance analysis encompassed by the
claims. dunnhumby’s proposed constion that the Coutimit this disputed term be limited to
“all the database queries storedhe query database” fails to fisdpport in the intrinsic record.
Although dunnhumby’s opening claim constructiorebdid not cite any evidence for this
proposal, in its reply dunnhumloglies on the single example of how to conduct the claimed
performance analysis in the specificatisedR.122-1, at JA11, col.6:1352, and argues that this
example specifies a search conducted “on the qlagbase and the searshun against all of
the SQL queries stored in the query dasatydR.139, at 15). The Court agrees with
dunnhumby’s first proposition because the clainglaage itself mandates that the performance
analysis is run on queries in thaery database, but this conceptdas necessary timclude here
as it is addressed by another midimitation—"performing an analysisf said query database”.
dunnhumby’s second proposition of limiting the peniance analysis to being run on all the
gueries in the database does not find sinsilgoport. Instead, the passage on which dunnhumby
relies states “[tlhrough such an analysis, orag be able to determine the performance of
gueries orcertainfields.” (R.122-1, at JA11, col.6:16-17nfphasis added).) The specification
also teaches that “[a] user may enter varelesnents of a query for various fields of a
database.” I€l., at JA11, col.5:62-63.) These passdgedy that different queries will have
different fields and if the performance analysislis on certain fields, inay include fields that

are not contained in all the qigs and therefore, by desigmpuld not conduct a performance
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analysis of all the queries in the databaBer these reasons, dunnhumby’s proposed limitation
IS improper.

emnos’s proposed construction refers toterdeination of the database fields “of the
database that are queried eitlgast often or most often” we¢h seems more restrictive than
necessary as it suggests that you could nsiotlo. The claim language, however, uses the
phrase “determines at least one of” databasesfigtlat are queried ldasten or most often,
which implies that the user could determine bothe Court, therefore, provides a construction
that stays true to the scope provided by thaerclanguage and construes “determines at least one
of: database fields that are queried least ofterdatabase fields that are queried most often” to
mean “determines at least one of: database fjleldations in the database having a field name

in which a particular type or itewf data is stored] that are giezt least often or most often.”

VIII. “Storing Said Input List With a Profile Corresponding to Said User”

Disputed emnos’s Proposed | dunnhumby’s Proposed Court’s
Claim Term | Construction Construction Construction
“storing said | “saving the Indefinite storing the input
input list with | organized set of data list with the
a profile and associating it | If not indefinite, then: “storing the user’s profile
corresponding with information input list with the profile corresponding
to said user” | about a user” to the user (which is a computer-based

record maintained about an authorized

user of a multiuser system) so that a

direct association Iheeen the input list

and the profile is maintained”

The disputed term is found in Claims 1 and 1SeeR.141, at 4see alsdR.122-1, at
JA14, Claim 1jd., at JA15, Claim 13.) The term is foundtihe second step of the claims after
the user receives an input list st includes query criteria relatj to a database field, the input
list is stored with a prde corresponding to the use(R.122-2, at JA14, Claim id. at JA15,

Claim 13.)
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dunnhumby argues that while the latter part of the tenofitp corresponding to said
user” (a.k.a. “user profile”) has a plain and ordinamganing in the art, neither the ‘442 Patent
specification nor the prosecution hist@gy what it means to store somethith a user profile.
(R.123, at 25; R.163, at 4-5.) In supplemebtafing, dunnhumby also argues the term is
indefinite. (R.123, at 25; R.163, at 4-6.) res responds first that dunnhumby waived its
argument because it failed to allege—other thaaraory comment—this term as indefinite in
its original briefing. (R.173, &.) Even if considered, h@wver, emnos asserts that dunnhumby
fails to meet its clear and convincing burden ttua lack of expert testimony and further that
dunnhumby confuses proper brdadt a claim term with indeniteness. (R.173, at 6-7.)

As an initial matter, dunnhumby did not waiits argument alleging indefiniteness of the
claim term “storing said inputdt with a profile corresponding said user.” The Court asked
for additional briefing on indefiniteness from hqgiarties and explained that only those terms
originally alleged as indefite should be addressedsee Markmaiirg. Tr., Feb. 4, 2015,
87:24-88:11.) Although dunnhumbilemyed this term as indefite in its reply claim
construction brief for the ‘442 Patent, emkogw—prior to the additional briefing—that
dunnhumby had alleged the term as indefinitg @mnos has now been given a full and fair
opportunity to respond, negating the comsemormally addressed by waive8ee Hernandez v.
Cook County Sheriff's Offic634 F.3d 906, 913 (7th Cir. 2011) (citikgert v. Conn. Gen. Life
Ins. Co.,900 F.2d 1032, 1035 (7th Cir. 1990)) (“The undieg concern is to ensure that the
opposing party is not prejudiced byitg denied sufficient notice t@spond to an argument”).

The claim term at issue is the second siepclaim directed ta method for facilitating

execution of a query on a databasgeeR.122-1, at JA14, Claim 1.) The claim again addresses
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the input list in later steps including retrievaltioé input list andelection of query criteria from
the input list. [d., col.11:58-59id., at col.11:61-62.) The spification explains that:

[A]n Input List may be used in the follong manner. A user creates an input list

containing the desired criterdd a field in a database (step 802). This list may be

stored on the user’'s computer. In the aliéue, the list can be stored centrally in

the database, associated with the useigson information. When the user is

creating a query, the user selects the idgtitand uploads the contents of the

input list to the query (step 804).
(Id., JA12, col.7:21-28.) dunnhumby cents that this passage mets a “straight forward”
explanation of stang the input lisbnthe user's computer but thaetperson of ordinary skill in
the art “would not have any objae basis to understand whatieans for an input list to be
associated with a user profile.” (R.163, at @)nnhumby argues that the person of ordinary
skill would not know whether storing somethwwgh a user profile means to be stored in the
user profile, or next to the usprofile, or in the same file dbe user profile, or in the same
network or computer as the user profil&eé¢ id) dunnhumby’s argument, however, seems to
confuse the understandable leof “with” as used irthe ‘442 Patent claim with
indefiniteness. A claim is not indefinite ned¢y because it covetwoad possibilities and
encompasses multiple embodiments of the claimed teB®s.e.g., California Inst. of Tech. v.
Hughes Commc’ns In@35 F.Supp.3d 1176, 1194 (C.D. Cal. 2014) (pdstrilusholding that
just because “a term covers broad possibilities cha¢ render it indefinite, as long as a person of
ordinary skill can identify the outeobindaries, expansive though they may b&gg also
Takeda Pharm Co., Ltd. v. Mylan Indlo. 13-CV-04001-LHK, 2014 WL 5862134, at *9 (N.D.
Cal. Nov. 11, 2014) (citing/ltimax Cement Mfg. Corp. v. CTS Cement Mfg. C&®7 F.3d
1339, 1353 (Fed. Cir. 2010) (“[m]erely claiming bdbd does not “prevent the public from

understanding the scope of the pater&ijjithKline Beecham Corp. v.Apotex Cpdfd3 F.3d

1331, 1341 (Fed. Cir. 2005) (“breadth is not indefimates™)). A claim is indefinite when those

63



multiple meanings are all plausible and the person of ordinary skill “cannot translate the
definition into meaningfullyprecise claim scope.See Interval Licensing66 F.3d at 1371
(citations omitted) (explaining that undgautilusterms that are subject to multiple plausible
meanings to a person of ordinary skill in theamd indefinite). Tha not the case here.

The description in the spedétion of the input list being stored on the user’'s computer
or associated with the user’s log on informaim®sufficient to provide objective boundaries to
the person of ordinary skill in the art of ttieaning of “with” in the ‘442 Patent claim$.

The person of ordinary skill, theflore, would understand “with” tmean an association between
the user profile and the input lisThe exact details of how tlperson of ordinary skill chooses
to associate the user profileth the input list is not the focu this limitation of the claim,
rather it is the fact that somgpe of association exists between itaut list and theuser profile.
The additional references tanpiut list” in the late claim language itself serve to provide
additional contours to the persohordinary skill’'s understandingf the claimed association, in
that it must be an association that allows fteraetrieval of the inpuist by request and one
that allows for selection of query criteria frahe input list. Based aimese disclosures, the
person of ordinary skillvould be informed with reasonablertzénty what types of association
between the user profiled the input list are encompassed by the claim language.Nautilus
134 S.Ct. at 2120, 2129. Accordingly, dunnhumbyrwsnet its clear and convincing burden

to establish the term “storing said input list watlprofile corresponding ®aid user” indefinite.

¥ To the extent the meaning of “with” could lEgarded as ambiguous, ®os’s expert, Mr. lan
Jestice, agrees with the intrinsic evidence and pesvikde ordinary meaning of the term as understood by
the person of ordinary skill. (R.139-2, Brandbdbscl, Ex. A, Jestice Dep. at 90:21-91:2 (“Q: What
kind of an association is needed here? A: |-it's an association. There has to be some relationship
between the two parts. Q: So any relationshtpéen the two parts would satisfy what you mean by
“association”? A: Yes. It could be direct or irelit, multiple levels of indirection. Just association.”).)
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As discussed above, the specification provgladance for “with” that is consistent with
its plain and ordinary meaning of an associabietween the input list arthe user’s information
or user’s profile. $eeR.122-1, at col.7:21-28 . Minimal differences remain between the parties
proposed constructions. dunnhunsproposed construction includes a parenthetical referring
to “a computer-based record maintained abowwhorized user of a multiuser system” which
represents the definitiaof a “user profile.” SeeR.123-1, Keller Decl., 1 76-79 (citing
definition of “user profile”, MCROSOFTCOMPUTERDICTIONARY 544 (5th ed. 2002))see also
MarkmanHrg. Tr., Feb. 4, 2015, 77:17-20.) emnos’s pr@gosonstruction also recites “user
profile”. As the partie effectively agree that “profile o@sponding to said user” is a “user
profile” and that term has a recognized meaninipéoperson of ordinary skill in the art, the
Court adopts the parties’ agreement as to this.t@re Court, thereforeonstrues the term to
mean “storing the input listith the user’s profile.”

CONCLUSION

For the reasons set forth above, the Courttcoes the disputed claim terms as follows:

Disputed Claim Term Court’s Construction

“query template” a collection of preset information that is added
. p .-

to or modified to create a request for specific [or

certain data

“selection of a query type” Indefinite

“database field” a location in the database having a field name in
which a particular type atem of data is stored

“receiving a query field ... from a user” | receiving a particular typer item of data used
in a query ... from a user
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Disputed Claim Term

Court’s Construction

“executing said SQL statement to add s
query field and said query criteria to sai
guery template”

aekecuting the SQL statement to add the quer

dfield and the query criteria to the query templ
[a collection of preset information that is adde
to or modified to create a request for specific
certain data]

<

ate
d

“query database”

a database (a structurselt of data that can
perform functions such as searching and
sorting) that containthe stored queries

“performing an analysis of said query
database”

performing an analysis on the database that
contains the stored queries

“determines at least one of: database
fields that are queried least often and
database fields that are queried most
often”

determines at least one of: database fields
[locations in the database having a field namé
which a particular type or item of data is store
that are queried least often or most often

B in
d]

“storing said input list with a profile
corresponding to said user”

storing the input list withhe user’s profile

DATED: April 1, 2015

ENTERED

) A&

AMY J. STUEE
UnitedStateDistrict CourtJudge
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