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[. INTRODUCTION
A. Background
NRT Technology Corp. and NRT Technologies, lwollectively
“Petitionef jiled a Retition (Paped, *“ Pregtestihg) @overed business
method patent “* CB M p at eaidlaimp +rokeS. RatgnNo.
6,081,792Ex.1 0 0 1 , 792pt aht eeporsuan} tdection18 of the Leahy
Smith America Invents AcPub.L. No. 11229( “ A | Rdtent.Owner

Everi Payments, Intfiled a Preliminary Response. Pag8( “ Pr el i m.
Resp. " ).
We may not institute £&BM patenr evi ew “unl Bss t he Di

determines that the information presented in the petitiowould
demonstrate that it is more likely than not that at least 1 of the claims
challenged in the petition is unpatentabl85U.S.C.8§ 324(a)> Based on
our review of the record, we conclude tRatitioneris lesslikely than notto
prevailwith respect tall of the challenged claimsAccordingly, wedeny

the Petitiornto institute a CBM pateneview, as set forth below

1In its Mandatory Notices under 37 C.F.R. § 42.8(a)(2), Patent Owner
originally identified itself as Global Cash Access, Inc. Paper 9, 2.
Subsequently, Patent Owner filed amended Mandatory Notices representing
that it has changed its name to Everi Payisidnc. Paper 12, 2.

2“ The Board institutes theCFRri al on be
§42.4(a).

3 The threshold for instituting petitions for post grant reviewsdified at
35 U.S.C. § 324(ayapplies also to petitions for CBM patent revieVée
AlA 8§ 18(a)(1).
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B. Related Proceedings

The patrties identify the following related matters: Glgbal Cash
Access, Inc. v. NRT Tech. Cqrp.15dv-00822 (D. Nev.); and (2 the
Matter of Certain Automated Teller Machines and Paif$aleDevices
and Associated Softwafiéereof Investigation No. 337A-958 (TC).
Pet.2—3; Paper 93.

C. Thedr92Patent

The’ 792 pat e modifiedaltoanated gellet machme
( “ AT bt'teyminalthat allows a customer to obtain cash from an account
via various processes such as arivAgrocess or a poirtf-s al e ( “ POS ")
process using both debit cards and credit cards. Ex. 106101:6

Figure 1 is reproduced below.

ATM PROCESSOR ATM NETWORK

CARD ISSUING
BANK

FilG I
PRIOR ART

Figure 1 shows a flow diagram farprior art method adbtaining cash from
an account via an ATMId. at3:41-42.
I n its “Description of the Prior Ar
problems associated with obtaining casinfiprior art ATMs (i.e., via an
ATM network). First,with respect taisinga debitATM card,a bank will
typically impose alaily limit on ATM cashwithdrawask. Id. at 1:35-38.
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Secondwith respect to using a credit card to obtain cash from an ATM,
people often do not know t hethatisr sonal
required because they may not regularly use a credit card for that purpose.
Ex. 1001,1:51-54.

According to t he théesg@dblenmsaenceuntétred nei t h
when using the same cards to make purchases, wbichiover a POS
network not an ATMnetwork With respect to debit/
reach [his] ATM limit and not be able to obtain more cash that day from an
ATM, but will still be able to purchase goods and services via a-pbsdle
transaction because of the distinct and sepémnaitefor point-of-sale
t r ans aldtai 161343.. With respect to credit cards, PINs are not
typically required to make purchases (which is why people often cannot
recall their PINs).Id. at1:51-54; 6:10-13.

The * 792 patent dhedsofusinenadifiednd cl ai n
ATM or terminalthat can access a bank via both an ATM network and a

POS network. Figure 2 is reproduced below.

ATM
NETWORK

TERMINAL PROCESSOR BANK
~
N
~
N
N POS
NETWORK
MONEY
LOCATION
FiG 2.

Figure 2 shows a flow diagram for obtainimgpneyfrom an account vian
ATM network and via a POS networkd. a2 3:43-44. The ' 792 patent
4



CBM201500167
Patent,081,792

describes anethod of using a modified ATM such as the terminal depicted
in Figure 2, in which a cardholder first attempts to obtain money via a first
type of transaction.g., conducted over aATM network) and fails because
he has exceeded his ATM daily limit or he cannot refmemthe PIN for his
credit card and subsequently and successfully obtains money via a second
type of transactioni.€., conducted via a POS networlgx. 1001, 1:5867,
5:5-28.
The cardhtuler does nobbtain caslfor other valuable itejrdirectly
from theterminal when using the POS network. Instead, the terminal
informs anearbymoney locatiof such as “cash windows o
casinos or racetracks, front desks or concierges of hotels, ticket booths, will
call windows or customer service windows at stadiums, coliseums, theaters,
stores, or aohtheapprovedtrangactiohdt. at 5:35-36,
5:454 9 . The ter mi nal ma y ealespti’s fwa & h
cardholder to take to the money locatidd. at 5:56-53. At the money
location, the cardholder obtaithetransacted focash or other item of
value, preferably ugn presentation of his identificatiomd. at 5:5459. In
the preferred embodi ment, a check dr a\
issued at the money location and made payable to the money location owner
Id. at 5:66-63.
D. The Challenged Claims
Petitioner challenges claims-Q. Pet. 23. Claims 1 and 9 are
independent, and claims-& ultimately depend from claim 1. Claim 1 is
illustrative and reproduced below.

1. A method of providing money or an item of value
to an accounholder, the method comging:

identifying an account to a terminal;
5
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entering a personal identification number into the
terminal;

requesting money or an item of value based upon the
account via a first type of transaction;

forwarding the first type of transaction to a processor;

forwarding the first type of transaction from the
processor to a first network;

forwarding the first type of transaction from the first
network to a bank;

making a denial of the first type of transaction due to
exceeded prset limit;

forwarding the denidlo the processor;

notifying the accounholder at the terminal of the denial
of the first type of transaction, and asking the account holder if
they would like to request the money or item of value via a
second type of transaction;

requesting money or atem of value based upon the
account via a second type of transaction;

forwarding the second type of transaction to the
processor;

forwarding the second type of transaction from the
processor to a second network;

forwarding the second type of transactioon the
second network to the bank;

making an approval of the second type of transaction;
forwarding the approval to the processor;

and instructing a money location separate from the
terminal to provide money or an item of value to the aceount
holder.
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E. Asserted Grounds of Unpatentability
Petitionerdentifiesthe followingas assertegroundsof

unpatentability

References Basis Claims Challenged
§ 101 1-9

Akel (Ex. 10®)* §102 1-9

Reeder (Ex1007¥ §102 1,2,5,6,8,9

Reeder and Akel § 103 1-9

Reeder and Admitted Prior Art | § 103 1-9

Pet.7.
[I. ANALYSIS
A.  Claim Interpretation
Ina CBMpatentr e v i e wlaim ifi §n anfexpired patent shall be
given its broadest reasonable construction in light of the specification of the
patent i n wh3rCHhR.842300dbp Pwsaantdo.tHat
standard, the claim language should be read in light of the sadicfi, as it
would be interpreted by one of ordinary skill in the antre Suitco Surface,
Inc., 603 F.3d 1255, 1260 (Fed. Cir. 2010). Thus, we generally give claim
terms their ordinary and customary meanifge In re Translogic Tech.,
Inc, 504 F.3d 1249, 1257 (Fed. Cir. 200
meaning is the meaning that the term would have to a persodinary
skill i n the art i n question.”) (inter
For several limitationsetitionerproposegxpress constructions,

many of which would require, or at least encompass, human involvement in

4U.S. Patent Nob6,457,305issued Oct. 10, 1995
°>U.S. Patent N06,014,636filed May 6, 1997, issued Jan. 11, 2000

7
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certain steps of the claimed methodet. ~20. Patent Owner opposes all

of Petitioner’s express constructions,
construction is ot necessary for several of the limitations because their plain
and ordinary meaning is readily apparevite determine thatone of the
phrase addressed by the partie=xjuires an express interpretation to resolve
theissuegresented in the assertedgraability challenges

B. Petitonebs St anding

To have standindgRetitionemmust show that(1) Petitioner* me et s t h e
eligibility requirementof §42.302} and (2 t he patent for whi
sought is a covered business method patedit C.F.R.§ 42.304(a).

1. Requirements @7 C.F.R.§42.302

Petitioner asserts that it satisfiee requirement®f 37 C.F.R.
842.302. Pet3. First, Petitioner represents tiath NRT Technology
Corp. and NRT Technologies, Inc. have been sued for infringement, thereby
satisfying37 C.F.R. § 42.302(a)ld. Second, Petitioner represents that
neither NRT Technology Corpor NRT Technologies, Inags estopped
from challenging th claims orthe grounds identified in thesBtion, as
required under 37 C.F.R.&.3@®(b). Id. Patent Owner does not dispute
these assertions. We are persuaded that Petitioner meeligithigty
requirements oB87 C.F.R. $2.302.

2. Wh e t h g92Patehtés@ Covered Business Method Patent

A CBMpatentisdefinedas “a patent that <c¢l ai ms
corresponding apparatus for performing data processing or other operations
used in the practice, administration, or management of a financial praduct o
service, except that the term does not include patents for technological
I nventAIAG A&d)(I). Patent Owner disputes only that the second

8
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prong of this definitonsmet 1 . e. , that the 792 pate
technological inventiof.

To detemine whether a patent is for a technological invention, we
consider “whether the cl@i"medi $els) act
technol ogical feature that is novel al
2)“sol ves a technical 9olo@tCiEdNn usi ng a
§42.301(b)

Petitioner argues thaall of the claimed features that coyddssibly
be charaterized as technological (i.¢erminal, processor, ATM network,

POS network) were present in t-he priort
61, 3:484:23, 4:5664). Patent Owner does not dispute that the terminal,

processor, ATM network, and POS network were present in the prior art.

SeePrelim. Resp. 9. Patent Owner argues, however, that the @aimns

whole* r el [y] on a combination of hardwar
guide the accourtolder through the rollover process via a series of prompts

to the accounholder and transrhit i ng si gnal s throughout
But, Patent Owner does not identify any of the hardware to whish

statement refers. And, with respecptoported i nnovati ve softwa
of the example®atent Owneprovides demonstrates a technologica

feature. SeePrelim. Resp. 1:A11. For example, Patent Owner asserts the
following is a technological feature
holder at the terminal of the denial of the first type of transaction, and asking

the account holdef they would like to request the money or item of value

® With respect to the first prongetitionersatisfactorilypoints out that all of

the claims are directed to methods used in conducting financial transactions
and thatll of the claimsexpressly recite or incorpordteme t hod|[ s] of
providing money or an item of wvalue.
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via a second t m@telo.But, dsplayiagdsciam@tory amah . 7
interrogatory data on a displand soliciting a respongkeretois not a
technological feature that movel

FurtherPet i ti oner argues persuasively
solve a technical problem using a technical solution because existing ATMs
alreadywerecapable of providingash to usersThe problem in the prior
artwhicht he ' 7 Sdlsoptosodv@‘to bt aciansihngf r om one’ s
account when their dai I(BK.100TI8 i mi t ha:
60)—is not a technicgbroblem. Rather, it is the effect of withdrawal limits
set by banksPet. 5 (citing Ex. 1001, 1:386; Ex. 1005 B8&").

Wedeterming h a t 792pétent is’ eligible foCBM patent review

C. Patentlneligibility

Petitioner challenges the claims as patealigible under 35 U.S.C.
§101. Petitioner does not argue that the cldamgo fall within any of the
statutory categories setrtb in 8 101. Rather, Petitioner argues that the
claims nonethelessrepatentineligible because thegre drected to nothing
more tharmabstract idea Pet. 20 (citingdiamond v. Diehy450 U.S. 175,
185 (1981)Al i ce Cor p. Pty ,13431Ct.2847,235& S Bank
(2014);Bilski v. Kappos130 S. Ct. 3218, 3231 (2010)).

Petitionerdoes not identifglirectly “the abstract idesato which the
claims are purportedly directeeePet.20-32. But, Petitioner implicitly
Il dentifiesidheg amm®ney“poowan @awcount hi
err GeePet. 222 (arguing that the cl ai ms z
economic practices, specifical,27y provi

" Exhibit 1005 is a declaration Beter AlexanderPh.D.
10
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(arguing that “the ' TafsRactsgtategyaftrialc | ai ms
anderror as applied to financial transa

[The Supreme Court] haset forth a framework for
distinguishing patents that claim laws of nature, natural
phenomena, and abstract ideas from those that claim patent
eligible applications of those conceptskirst, we determine
whether the claims at issue are directed to one of those patent
ineligible conceptsl f s o, wwhattelsesigther @ 81 khe
cl ai ms b elo answer thatsg@éstion, we consider the
elementsof each claim both individllg and as an ordered
combination to determine lvether the additional elements
transform the nature of the clairmto a patentligible
application. We have described step two of this analysis as a
search for an inventive concepte., an element or
combination of elements that mufficient to ensure that the
patent in practice amounts to significantly more than a patent
upon he ineligible conceptself.

Alice, 134 S. Ctat 2355 (internal citations, brackets, and quotation marks
omitted).
As Patent Owner poiabut, Petitioner has oversimplified the
challenged claims. Prelim. Resp. 3he challenged claims are not directed
simply to the idea gbroviding money to an account holderusing triat
anderror untilsuccesss achieved.Rather, he claims are directed to
particular methods of providing money to an account holder @sigTM
via a POS transaction after an ATM transaction has falkes Alice134 S.
Ct . a tApphlicatmrs of (su'ch conceptis a new and useful end..
remain eligible for patent protectior’ ) (i nt er nal guotati on
brackets omitted)F ur t her |, Petitioner’s analysis
the elementsf the claimsas ordered combinatiorte determine \Wwether the
additional elementsansform the nature of the clainmso a patentligible

application It was Petitioner’s burden to

11
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Petitioner has not shown that ttlaimsaremore likely than nb
patentineligible. Alice, 134 S. Ct . at 2354 (“an in
i neligible for patent simply because I
D.  Anticipation by Akel
Petitionerchallenges claim$-9 as anticipated by Akel. Pé&t. Akel
r e | a tcredit cardmash‘advance systems and more particularly to an
improvedand simplified clientoperated system that interfaces vatty
existing bank card authorization systtm. E x . -110 lI0d&scribdsa 8
“customer datenput station that is in thi®rm of a kiosk, a customer service
station, a credit and dellnank card processing center, a customer
transaction boothand a distributed shne money access card transactioh
Id. at 2:5654; Fig. 1.
Ant i ci pation requires sehfathintheach an
claim is found, either expressly or inherently described, in a single prior art
r e f er ¥endegaal Bros., Inc. v. Union Qil Co. of G814 F.2d 628,
631 (Fed. Cir. 1987) Because the hallmark of anticipation is prior
invention, tke prior art reference-in orderto anticipate under 35 U.S.C.
§ 102—must not only disclose all elements of the claim within the four
corners of the document, butmius al so di scl| msaggeddsose el
in the claim.” Net MoneylIN, Inc. v. VeriSigimc., 545 F.3d 1359, 1369
(Fed. Cir. 2008)quotingConnell v. Sears, Roebuck & C@22 F.2d 1542,
1548 (FedCir. 1983).
1. Claims 18
Independent claim 1 recitesstepof ent eri ng a personal

I denti ficati on n uTuolmeetthistep Palitiotehgeotes e r mi n e

12
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Ak el ' s t elalachsystemoperatoaréquires passwordto access
t he s yPetid®(quotihg Ex. 1006, 6:580)( Pet i ti oner’ s empl
I t 1 s a buyrden to éxplaintanvra’challenged claim should be
construed and how, being so construed, it is unpatentable. 37 C.F.R.
§42.204(b)(3H4). Petitioner does not propose an express construction for
“personal identification numieand does not show thas iplain and
ordinary meaning would include a password.
Further claim 1requiresentering &IN into the terminalln the
context of the specification and surrounding claim language, this step is part
ofthec | a i mmethdd of providing monegr an itenmof valueto an
accountholder’ The teaching on which Petitioner relies, however, relates
to a syst e m-emdmeasad tberAkessysbe@astkk. 1006,
6:58-62( “ E aystdm operatarequires gpasswordo access the system
.7)  ( exadded) Blsewhere, Akallescribes & ¢ u s t (distiect ”
from a systenoperator)asusing akioskto obtain cashld. at 2:56-3:11.
But, Akel does not describe enteriagasswordnto a termingllet alone a
PIN, as part othat processThus, even if Akel’'s passw

scope of the recited PIkhe Petitionwould still fail to show how its use by

an operator “to acces s60)rmeetstbeyesitee m” ( S ¢
“entering a personal I ndi ennat | i”f iacsa tpiaornt not
cl ai med “method of providing-money or
hol der . ”

Petitioner has not shown that Ak el
i denti fication number i nto the ter min:
shown that claini, or dependent claims-2, are more likely than not

anticipated by Akel.

13
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2. Claim 9

Independent claim 9 is similar in scope to that of claim 1, but it does
not require entering a PIN. Like claim 1, claim 9 requires several steps
relating to a first type dfransaction, which is ultimately unsuccessful,
followed by several steps relating to a second type of transaction, which is
successful. As part of this method, claim 9 redibesstepof as ki ng t he
person if they would like to request the money or itémalue va a second
type of transactiohfollowing notification of the denial of a first type of
transaction.To meethis step, Petitionaargues the following:

Akel further provideghat if a request is not authorized,
the user may be returned to ttmain screen wher&ptions are
presented in the form of menus. As <susorhemayt h e
select a second transaction, which may be processed similarly
to the first transactioh.

Pet. 46 (quoting Ex. 1006;48-49).
Petitioner ' s retenstodna p € 0 abackdndadckess |
of the Akel systemSeeEx.1006,6:464 9 ( “ The User | nterf act¢
presens] to an operatovarious options for performing tasks which are
carried out by other system modules. These options are presented in the
form of Tmewnsu,s.Pet.it i ontkeercusmmemaync | usi on
select a second transaction is not supported by the cited disclosure of Akel.
Petitioner also relies on the following excerpt from Akel:

The station includes a touchscreen unit 14@ &eypad
14D that functions in combination with an alpmameric
display 14E. These units function to receive and display the
customer’ s tr @Oy the custamerand u e st
encrypt the customer transaction data.

Pet. 51 (quoting Ex. 1003;323 6 ) ( Pet i t i oAftroughthis e mp has i

aspect of Akel relates to the customer and mspesificallyto asking the

14
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customersomething it does not teactouldsk&i ng t he
to request the money or item of value via a seconddype t r ansacti on.
Accordingly, Petitioner has not shown that claim 9 is more likely than not
anticipated by Akel.
E. Grounds Based oReeder
Petitioner challenges claims 1, 2, 5, 6, 8, and 9 as anticipated by
Reederclaims 19 as obvious over Reeder and Alend claims 49 as
obvious over Reeder and admitted prior &et. 7. But, Reeder is not prior
art that may be asserted in a CBM pat:e
Petitioneraccurately notes that Reeder was filed May 6, 1997, and
iIssued January 11, @0, but inaccurately concluddsat Reeder is prior art
under 35 U.S.C§ 102(a)® Pet. 56.Section102(a)states:“A person shall
be entitled to a patent unles@) the invention was known or used by others
in this country, or patented or described printed publication in this or a
foreign country, before the invention thereof by the applicant for patent
35U.S.C. § 102(a).
The invention date of the 792 pate
which is January 5, B8. Although the Reeder application was filed, and
t hus privately known to Mr. Reeder, be
knowledge is not within the scope of § 102(&ge, e.gCarella v. Starlight
Archery & Pro Line Cq.804 F.2d 135,139 (Fe@.i r . 1986) ( “The

| anguage, known or used by others in

means knowledge or uséich is accessible to the publi¢ ) . Reeder w:

8 The AlA took effect on March 18, 2018Because the application from
whichthe’ 7 9 2 ipsaed was filed before that date, our citatior3so
U.S.C. § 102 are to its pAlA version.

15
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eventually patented of course but not until after the fllngt e of t he ' 7!
paent. For these reasonReeder is not prior art under 35 U.S.C. § 102(a),
which is the only provision under which the Petition asserted Reeder.
Reedepresumptivelyipr i or art t o talligerent7 92 pat
subsection of the statute, namely 8 H)2(However, a reference that is
prior art under only 8§ 102(e) may rnug assertecth a CBM patent review.
Under the AIA, &Petition for a CBM patent review majpallenge novelty
or nonrobviousness of a claim only on the basis of
(i) prior art that is described by section 102(a); or
(ii) prior art that—

() discloses the invention more than 1 year before the
date of the application for patent in the United States; and

(I1) would be described by section 102(a) if the
disclosure had been made by another before the invention
thereof by the applicant for patent.

AlA 8§ 18(a)(1)(C).
Because Petitioner has not shown that Reeder is prittra&innay be
assertedn a Petition for a CBM patent reviewal] of the grounds that rel

on Reeder are denied.

IIl.  CONCLUSION

Theinformation presentenh the Retition does notlemonstrate that it
Is more likely than not thatnyof the claims challenged is unpatentable.
Thus,Petitioner has not met the threshold for instituting a CBM patent

review.

16
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V. ORDER
Accordingly, it is
ORDEREDthat thePetitionis denied and no trial is instituted.

17
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